IN THE HEARINGS AND MEDIATION DEPARTMENT OF
THE INTELLECTUAL PROPERTY OFFICE OF SINGAPORE
REPUBLIC OF SINGAPORE

Trade MarkNo. T1305626H
Hearing Date: 14 February 20117, July 2017

IN THE MATTER OF A TRADE MARK REGISTRATION IN THE NAME OF

KWEK SOO CHU AN

AND

APPLICATION FOR DECLARATION OF INVALIDITY THEREOF  BY

ELEY TRADING SDN BHD

Hearing Officer: Ms Tan Mei Lin
Principal Assistant Registrar of Trade Marks

Representation:

Mr Paul TeqRavindran Associatgg$or the Applicant
Mr Mark Tengand MsGillian Tan(Infinitus Law Corporatiohfor theRegistered Proprietor

GROUNDS OF DECISION

1 Kwek Soo Chuan (fAithe Proprietoro) fiis the
0in respect of incense sticks and various similar prodéicts. 6 ( pr onaufced #HPB
a Chinese word meani ng Ifii8wotdispubed that thefifcentei g ht e
products are used bgractsing Buddhists,or that enlightenment is the ultimate goal of

Buddhism.

2 El ey Trading Sdn Bhd Iafiethéregistiajop of th&d anot 0 ) ap
trade markdeclared invalid Among other things, the Applicant claims that the mark is



PUIDL

similar to its prior registration fc in respect of the same products. The Applicant
further argues that the markdsvoid of distinctive character.

3 | thereforehave to decide whether the Proprietor or the Applicant has a better claim to

the words i 0 for incense products. Alternatively
be conferredexclusiverights to tlese wordsinstead, thee wordsshould be free for hl

traders of incense products to use.

4 Details of thei otrade mark aras follows:

Trade Mark Trade Class Goods Date of
Mark No. No. Application
= *E T1305626H| 3 Incense; incens| 9 April 2013
= JE sticks;  incensg
colils; incense ( At he
Mark Clause on thg cones; incens( Application
Register: The sprays; jossDat e 0)

transliteration of the

Chinese characters ( sticks; scenteg

which the mark consist oils; . scented
is "Pu Ti" meaning preparations
"Bodhi" or

"Enlightenment". (At he

Goods o)

(At he Sub

5 The Applicant appled on 24 April 2015for the registration of theSubject Mark to be
declarednvalid. The Proprietor filechis CounterStatementin defence of the ragfrationon
23 June2015.

6 The Applicantfiled evidence in support of itgppication on 13 January 2016. The
Proprietor filed evidence in support of the Subject Markl8nMay 2016. Although the
Proprietor did not plead a case of acquired
evidence of use of the Subject Mark prio the date of application for invalidatiomhe
Applicantfiled evidence in reply on 15 July 2016.

7 Following the close of evidencaPreHearing Review fi P HWas Reld on 5 August
2016.At the PHR

(a) Parties were directed técodge English translationsf any exhibits in their
evidence whiclarenot in the English language

(b) The Applicant applied for, and was granted, le@verossexaminethe Proprietor
on his state of knowledge and intention at the timentte filedthe Subject Mark

8 On 31 August @16, the Applicant filed supplementary evideat&chingtranslations
of various Chinese labels on the packaging of incense produncton 16 September 2016



the Proprietorfiled supplementary evidence attaching a certified translatidmsoChinese
business name

9 On 31 August 2016, the Applicamtpplied for leave to file further supplementary
evidenceto exhibit an examination report issued by IPOS dated 29 July. 2@Hye was
granted to the Applicant after an interlocutory hearing and the fudbigplementary
evidencewas filedon 5 December 2016.

10 On 7 September 2016, the Proprietor applied for leave to-exasainethéa p pl i cant 6 s
key witness, Wong KooEeng (AWongo), Managi ngleaddtor ect or
crossexaminewasgrantedon 21 ®ptember 2016mited totwo issues, namely:

(@) The meaning oii oand its relation to incems
(b) The general use ¢f  0in Singapore.

11 The matter proceeded to a full, substantive hearing over two days on 14 February and
11 July 2017. On 14 February 200¥png and the Proprietor attended the hearing for eross
examination.The partiesagreed on the appointment of Opus 2 Internatior@fficial Court
Reporterdo prepare the transcripts thie crossexaminations.

12 On17 February 201 he Proprietor applied fdeave to amend the Couni8tatement

to formally plead thease of acquiredistinctivenessLeave was granted to the Proprietor to

do sosince this did not involve the admission of new evidemoe at the same time, leave

was also granted to the Applidato file evidence in reply to the amended CouStiattement.

The amended Count&t at ement was filed on 7 April 201
reply to the amended Count8tatement was filed on 23 May 2017.

13 The parties filed written submissionr8{ he Opponent 6s Written St
Applicantdéds Written Submi ssi oflebeadngresurhed case
on 11 July 2017and at the hearing the Applicant submittedWritten Reply Submissions

(Athe Applicasubdbmi Wsi bohew) Repl y

Grounds of Invalidation

14 TheApplicantrelieson a number of grounds in the Trade Marks &&#p 332, 2005
Rev Ed)( At h e in suppord of this application for a declaration of invaliditfhey are
Sections 7(1)(h)7(1)(c) and 7(6) reh with Section 23(1) and Sectid(2)(b) read with
Section 23(3) of the AcThe ground unde®Bection 7(1)(das pleaded but @he hearing on
14 February 201 the Applicant confirmed that it was not proceeding with it

Applicantd Evidence
15 TheApplica n tevddencecompriseshe following:

(@) StatutoryDec | ar at byoWo n(gii SIid)ed 11 JaniSaboy) 2016
which included three further SDs as follows:
(i) SD by Chay Chong Sarf fi C h,asgle® proprietor of Shan Wei Hiong
Hiong Chung Tradingjated53J anuary 20%¥$SDY)iChayods 1
(i) SD byAng Lay Ting( fi A n gote yroprietor of Keng Leong Joss Paper
Coodated 5 Janwuaroy) 2016 (AAngbés SD



(i) SD by Wang Poo Cheng fi Wa nsplé proprietor of Kiu Leng Heong
Chng Trading Enterprisébat ed 5 Janngody; 3D&p ( i Wa
(b) SDinReplyboyWongdat ed 5 Jul y™38D@p (fAWongds 2
(c) SupplementaBDbyWong dated 26 AudiuSso)2016 ( AWor
(d) FurtherSDbyWong dated 30 Novefheid) 2016 (i
(e) FurtherSDbyChay dated 23 MAYD®)017 (fAChayéo

Propri et or 6s Evi dence
16 The Proprietorodés evidence comprises the f

(@) SDbythe Proprietod at ed 12 MMagyp BRSO 6
(b) SD byChang Wen Yed i C h a Managér and sistén-law of Ng Yap Ming
trading as Nan Fatt Joss Paper & Joss Stick, dated Apr i | 2016 (ACha
(c) SD byKoh Cheng Joq i K g Radtner of Aik Che Hiong, dated 13 April 2016
(AKoho6s SDo)
(d) SD byTay Pit Loe @ Tay Ah Hudat i T asplé proprietor of Ching Heng Jess

Paper, dated 13 April 2016 (ATayds SDo)
(e) SupplementaBD by the Proprietod at ed 16 S e pProprietbbesf® 22 01 6
SDo) .

Applicable Law and Burden of Proof

17 Theapplicable law is the ActUnderSection 101(c)(i) ofthe Acfit he r egi str at i
person as proprietor of a registered trade mark shall be parredvidence of the valigi of

the original registratiolm The burderof proofin the present case falls on the Applicant to

prove the ground of invalidity on the balance of probabilities.

Background

18 The Applicant, established in 1984 Malaysig is a manufacturer and distributor of
religious products which are sold imter alia, Malaysia, Thailand, Indonesia, Hong Kong
and Singapore through its various local retailers. The Applicantoees promoting and
sellingincense and incense coils in Sapgre under its various brands &dmost the past 20
years.

19 The Applicantowns and uses the following registered trade mark in Singapore

Trade Mark Trade Class Goods Date of
Mark No. No. Registration
T0010570B 3 Detergents other tha 19 June 2000
for use in
3 \\ manufacturing
3 operation and fo
PUID medical purposes
Mark Clause on incense; incense stick|
the Register:The . . .
transliteration  of incense coils, incensq
the Chinese cones, incense spray

IWo n g $3D atl[5]



characters joss sticks; scented oi

appearing in - the and scente(

m:raknir']z "g:thi'!. preparations; soaps
liquid form, soaps fo

he use on a person; g

[ i

I i

(
A a included in Class 3.
e r

DT
ﬁ-or—?

C
e

20 According tothe Applicantsometime on or around March 20i6was informel by its

distributor in SingaporeChay, that several retailers had withdrawn from selling the
Appl i @ amth@sdedncensepr oducts after havi noicetoecei v e
the trade about its trade mark registratfqngi t h e .Nbetbbttore bajf of the English

translation of the Notice in Chinese reads as folfows

Widespread advertising of the registered trademark of our company Bodhi ® Incense, Oil, Candles
have started since 1998 in various media — “Lianhe Zaobao”, “Xinming”, “Lianhe Wanbao” and
various weekly publications like “Friends of Buddha”, “Golden Lotus” etc.

For any party that violate and imitate the company’s trademark, please stop selling the products
after 15/4/2015 which is the grace period given.

(If parties that violate the company’s trademark by selling or distributing the products are found
guilty, they will be fined $10,000 per piece of product. The highest penalty is $100,000 fine or jail of
up to 5 years or both penalties may be imposed.)

Thank you for your cooperation. Counterfeiting is not allowed.

From Bodhi Buddhist Products

21 On 24 April 2015, the Applicant took out thisapplicationto invalidate theSubject
Mark.

22 The Proprietor is the soleroprietor of a businesa Singaporecalled Bodhi Buddhist
Productsregistered on 9 November 1998e is in the business of distributingter alia,
Buddhist poducts such as incense, joss sticks, and scented oilsissdhe following
signage in the course of his trade:

IR TP PLI PR
=8l Bodhi Buddhist Products

#

23 The Proprietoowns thefollowing registeredrade marksn Singaporecontainingthe
Chinese charactes o0or fABwodhi 0

2 A copy of the Notice is found at page 32Wb n g $3D. 1

5The Notice gives the impression that i tkoi swha ncrtirnidrea
mark infringement is actually a civil remedy.

4There is no application to invalidate any mark apart from the Subject Mark.

-5-



Trade Mark Trade Class Goods Date of
Mark No. No. Registration
TOO00781F 4 Candles and lam| 20  January
oils; all included| 2000
) 4 .
Mark Clause on the in Class 4.
Register: The Chinese
words "tian ran" in the
mark means "natural
while the word "BODHI"
is the name of the larg
Indian fig-tree knavn as
"pipal".
L 1 T0207026D| 4 Candles and lam| 24 May 2002
A €3 . .
W=y oils; all included
Mark Clause on the in Class 4.
Register: The
transliteration of the
Chinese character
appearing in the mark i
"pu ti" meaning
"supreme, wisdom o
enlightexment, necessar
to the attainment o
Buddhahood".
kB T0419102F 3 Detergents othe 6 November
Mark Clause on the manUf_aCtu”ng
Register: Thel operation and fo
transliteration of the medical purposes
Chlnesg . Character incense; incens
appearing in the mark i sticks;  incensg
Tian Ran neaning . .
"Natural”. coils, incense
cones, incens
sprays, josg
sticks, scente(
oils and scente
preparation; soap
in liquid form,
soaps for use on
person; all
included in Clasg
3.
"g:"j:% TO708673H 4 Lamp oils,| 20 April
Mark Clause on the candles and wicky 2007
Register: The
transliteration of the
Chinese characters of
which the mark consists
is "pu ti" meaning
"supreme wisdom of
enlightenment, necessal
to the attainmentfo
Buddhahood".




24  The Proprietorcontendsinter alia, thathe has been using and promoting the Subject
Mark in relation to the Subject Goodsnce late 1998 early 1999. A a result ofhis
extensive and legitimate uséthe Subject Markthe Proprietor saysustomers in Singapore

Trade Mark Trad; Mark | Class Goods Dgte of
0. No. Registration
3 Incense; incens
sticks; incensg
coils; incenseg
cones; incens
sprays; joss
sticks; scente(
oils; scened
BODHI T1305623C preparations 9 April 2013
4 Candles; ted
lights [candles];
wicks for lamps;
wicks for candles
lighting fuel;
paraffin oil; lamp
oil.
T1305626H 3 Incense; incens| 9 April 2013
sticks; incensg
EF’E coils; incenseg
= cones; incens
. sprays; josg
(the Subject Mark) sticks: scented
oils; scented
preparations

have come to associdie

owith him and no other.

MAIN DECIS ION

Ground of Invalidation under Section 23(1) read with Section 7({b) and (¢

25 Section 23(1pf the Act reads:

26

Section 7(1)(b) and (©f the Actreads:

7.0 (1) The following shall not be registered:

(b) trade marks which are devoid of any distinctive character;
(c) trade marks which consist exclusively of signs or iatkins which may serve, in
trade, to designate the kind, quality, quantity, intended purpose, value, geographical
origin, the time of production of goods or of rendering of services, or other
characteistics of goods or services;

230 (1) The registration of a trade mark may be declared invalid on the ground that
the trade mark @as registered in breact section?.




Relevant date

27 Thelanguge used in Section 23(1), nameohy, n a
the ground that the trade maslas registereth breachof section70 , siadkear that the

relevant date for assessing if the provisions of Section 7(1) apply to a registekedustbe

assessed aef the same relevant date that applied when it was originally assessed for
registraton. That relevant date was the Applicatiomat® of the mark, in thisase 9 April

2013

The Law

28 The applicable law in relation to Section 7, imtalar, Section 7(1)(b) (d) read with
Section 23is set out inLove & Co Pte Ltd v The Carat Club Pte L{2008] SGHC 158
( lfove Casé at [53]as follows:

The object o f the assessment for i nher et
7(1)c) and 7(1)€) is to determine whether the trade mark hdsnsic or inherent

features or characteristicshat are sufficiently unique to enable the intended mark to
immediately function(and not potentially function in the future through subsequent use

by the promoter of the maylas a readily obvious and reliable badge of origin in the

eyes of the average discerning consumer when it is used in relation to the particular
traderdés goods or services to differentie
originating from other traders, who are operating in the same market place and
environment in which that trade mark is supposed to function. If such intrinsic or
inherent features or characteristics exist, then the trade mark escapes the objection to
registration in ss 7(1), 7(1)€c) and 7(1)d) because it wi || t hen
di sti nct i v e-emphasiseahatttieeragsessment is made by examining the

trade mark and its meaning (if anglysent any consideration of its use, promotion or
marketing by the promoter of the trade marlas will be reasonably perceived and
understood at the relevant date by the average discerning consumer of that category of
goods or services in the market place and environment that exists again as at the
relevantdate.

[Emphasis in original]
Decision on Section 7(1)(b)

29 The test for whether tademark is devoid of distinctive character was considered in
British Sugar Plc v James Robertson & Sons Lit996] RPC 281( British Sugaro and
cited with approval inhe Love Caseat [58]:

A Wh at does devoid of any distinctive <c¢cha
consideration of the mark on its own, assuming nolasethe sort of word (or other

sign) which cannot do the job of distinguishing without first elucating the public

that it is a trade mark? A meaningless word or a word inappropriate for the goods
concerned (ANorth Poledo for bananas) can
such as ATreato is, absent usée daenvdo irde codf g nai
distinctiveinherentlyc har act er . 0

[Emphasis in original omitted and emphasis added in bold]



30 This assessment is made by examining the trade mark and its meaning (if any), as will
be reasonably perceived and understood at the relelamtby the average discerning
consumer of that category of goods or services in the market place and environment that
exists again as at the relevant dateve Caseat [53]).

31 Bearing the above in mind, | shall now proceed to examihee t h e  pdssesses
Adi stincti ve kohoagnafdhe Bropdetomrehe ubjecaGoods

32 It is not disputed by the Proprietor that the Subject Goods are intended for use by
Buddhists and the relevant public in this instance would primarily inclu@detisng
Buddhists in Singapore who burn incense and joss sticks in the course of their practice of the
faith®.

33 Asmentionedat[lth e wor dsandlatdomeami Enl i ght enment 0 i n
andthat enlightenment is the ultimate goal of Buddhi€n. ven t he | mpodo t ance
practisng Buddhists,ii s t her ef ore not supepftenappeargnthehat t
cover of a local Buddhis publ i cation exhi bi tSHoweven thé¢ he Pr

Subject Mark is not registered in respect of religious publications (in Class 16), religious
education services (in Class 41) or religious counselling services (in Class 45) and the fact
tha A 0 is commonly used on Buddhist publicatiodoes not necessarily mean that
0 cannot function as a badge of origin in relatiothi® Subject Good#levertheless, | bear
i n mind the neawhiincgh olf srdcBadelpsts inBSmngapote iwibe
aware of andd ailssot hteh autl tii mate goal of Buddhi :

34 With regard to the significance @ [ in relation tothe Subject Goodst is not

disputel by the partieghat the burning of incense is an integral part of Buddhism and
Buddhists use irense as offerings.

35 The Applicant submits that it is foreseeablefor devoteesto want to light

AEnl i ghtenmento incense as &adn offering to et
(aka The Enlightened One). In fact, itisthp Al i cant 6s case that tra
over seas, have been d&ardbuchppdutthhateen availaloleeim s e
Singapore long befor@ April 2013. Some of the examples of us:e¢
evidence include

a) (Enlightenment incens¥)

SProprietodb s Wr i tten Submissions at [57].

5K we k BSD atlpages 281, 335, 402, 435, 490, 505 and 509

" For the avoidance of doubt, this is not to be taken to mean that the approach for assessing distinctiveness of
non-English word marks is to translate the #Bnglish word into English and assess its distinctiveness based on

its meaning in English. Even wieeChinese word marks are concerned, and recognising (from judicial notice)

the fact that Chinese is one of our national languages and more than 70% of our population is Chinese, it is not

to be assumed that the average consumer in Singapore would rigckasar what a more difficult word in

Chinese means. The approach should be to look at whether, and, if so, how, the word would be understood by

the target audience in Singapore. In the present case, given the significdhce ob t o Buddhi st s a
Budchism, and also the fact that the term frequently features in Buddhist publications, | find thetrthge

consumer of the Subject Goods is likely to know its meaning.

8Wong®3Datlli5]li 0 (pronoudiceda iQhiamegove word meaning fincen
SWo n g 3D atl[17]

Wo n g $3D atlpaged6, 96, 97, 98, 134



b) (Enlightenment incense coil)

c) (Enlightenment sandalwood incenge)
d) (Goddess olMercy Enlightenment Incensg)
36 Three other traders in Singapore also gave evidensepportoft he Appl i cant 06

t hat [ fiscommonlyusdon incense products Singapore

37 Chay has been distributing and retailing religious products (including joss paper and
incense for burning) in Singapore for more than 30 years. He has been distributing the
Applicant 6s goods frons thab hisebusinedDhasybeea sefling vadais ¢ o n
f [ incense in Singapore for the past 15 yeHlsdid notprovide sampés ofthe i

[ incensesold by himbut gavesamples of incense products sold by other businésses
Singapore

Packaging of incense product sold by

other traders English Translation

[not provided]

Tan(Sandalwood)

Bodhi (Enlightenment)
Sandalwood

Fu Xiang Cheng

IWo n g $3D atlpage 99
2Wo n g $3D atlpaged7, 103, 110
BWo n g $3D atlpage$88, 115

-10-



38 Chay further declares hisSDat [7]thati [ b] ei ng i n this industr
can confirm that is commonly used in relation to incerise.

39 Ang has been in the industry for over 35 yed&usg statesthat ii [ is commonly
used in relation to incense aodnfirms that her business has been sefling [ incensen

Singapore for at least the past 10 yedise i [ incense sold by her business in
Singapore over the yearsssown below

Packaging of incense product sold
by Keng Leong Joss Paper Co

————y

English Translation

Guo Tian Incense

(Picture of Guan Yin Goddess)

L EHAR . WAL

aman
Anae, ®H
<

Bodhi Tribute Sandalwood Incense

Guo Tian Incense Factory

40 Wang has been selling religious items including incense in Singapore for almost 30
years. Wangays thafi [ is commonly used in relation to incense 4l business has
been sellingi [ incense in Singaore for at least the past 5 yearbe variousi 0
incensawhich his business has been selling over the yeasharen below.

Packaging of incense product sold by

Kiu Leng Heong Chng Trading English Translation
Enterprise
TF

Yi Ping Shuang Tiao Commercial Trademark

Specially produced

With sincerity when praying to Lao Shan Bodhi Incense Lincense a day
" the Gods, ' ’
keeps you safe everyday
enjoy good fortune for hundred

thousand years

(Logo]
Sales office
Jiu Long Incense Trading Company
KIU LENG HEONG CHNG TRADING ENTERPRISE
Blk 30 Bendemeer Road

#01- (illegible) Singapore 1233
Tel: (illegible) Fax: 2811837

-11-



Packaging of incense product sold by

Kiu Leng Heong Chng Trading English Translation
Enterprise

[not provided]

41 Wangfurther says that hieasalso registered trade mark incorporating the worils
( forij oss st i ¢kl MachB010Thedrade medkiso n

Trade Mark Mark Clause on the Register | Trade Mark No.

| The transliteration of the Chines T1003423I
characters appearing in the mark
£ fiJiu Long Xi a
AKowl oon joss s
meaning AKowl oo
Zheng TanP u Ti Xi at
which has no meaning.

42 1t is not clearf r o m Wevidand@e swhether this incense is sold in Singapore
However,it nevertheless illustrates thit o i s a t thar tradensh Singapor®
may wish to use in respect of their goods.

43 The Proprietor submits that a sampling from a pool of only three traders is not
representati vey oanfrelation & theSsbgect@obds ifi Singapord.agee

that if only three traders are usifig [ in relation to thegoodsin Singaporeit is unlikely

to be representative unless evidence of their market share in Singapore is provided. However,
the Applicantds evidence, tthreeboradeps byi $ hi

commonlyused in the incense industry. The exhibits lodged by the three traders are merely a
sampling of some of the uses made by the trade in Singapore.

44  Although the Proprietor contends that he was the first tofiuse [ on the Subject

-12-



Goods he does not deny thét [ andi 0 werein use inthe incense induy

before the Application Date. Neither ditk Proprietoseekto crossexamineany of the three

traderson this pointinfact,it i s t he Pr opr g@a@dssexamisatios thatttiee nc e ¢
reason he applied to register the Subject Mark was precisely because many traders were
bringing infi 0 and hefelt heneeded to protect hims#f

Q: So to clarify, every one of these products on page 98 you would takeimbject
including |l etdés say fAGuan Yin Pu Ti Xiangc¢
A: My thoughts are that, I f I dondt objec
over years of advertisements were beingere flushed in the drain. And | think all

these actually aré these produs they are actually a free ride on the advertisements

that | have made for years.

Just plainly a APu Tio, for example, thes:¢
because the consumers will say, ifWe are b
know? Then, you know, any shop or any ret

China or from somewhere and then sell it to consumers.
é

Q: So are you saying that, if it is sold before your trademark registration, then you will

allow it?
A: After beingi after many advertisements being spéfind that in recent years there
are many, many of these APu Ti Xiango bei

for this reason, so | need to protect my trade. That is why | trademarked these
tradenark oni | trademark all these so in order to protect myself from these people to
avoid them bringing so many in.

é

Q: I f you turn over to page 137, it i s sm
Ji Pin Zheng Tan Pu TieMotlistg Huango. Woul c
A: dondét wunderstand why this #AJiu Longdc
They can | abel as AJiu Long Xiango on min:
registered in year 2010. This is many years after my advertisements. kayd vwath

this additional word of APu Ti o, you know

want to put this additional? Because they can ride on the many years of advertisements
that have beeh many years of advertisement that have been done. édetthat have
been registered, | cannot object any more.

45 | have some difficulty appreciatindpe Proprietod siew that use by other traders of
A o freerides on his goodwillvhen it is clear thathere are multiple users of that term
in Singapore as well as overséasut in any event, the issue here is not whether other
traders are freeding on his goodwillor not but whether in light of thémany, manyf these
APu Tiooincenaenpgoducts being sold in Singapbedore the Application Datdy

o can function as a trade mark.

4 The Proprietor seems to hold the view that 0 is exclusively associated with him aady use ofi
owould be detrimental to his business.

“Wo n g 3D at1]23.
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46 Ifindthatbyvi rt ue of t he c¢ 6tmme n s u@ withobtfany fiorm

of stylisation or embellishmenwould be incapable of doing the job of distinguishing without

first educating the public that it is a trade mar&.illustratewhat | meanimaginea customer

going into an incense shop amdking tob uy @ incense Would it be certain thahe

wants o buythe i 0 brand of incenseather thare n'y b r a n dincens@ Difie to

the common use di 0, | do not think so.This would clearly not be the case if one
were to walk into a shop andThssdokmeisarclean b ar
indication that the Subject Mark is not distinctive. To borrow the words of Lord Russell in

The Canadian Shredded Wheat Co Ltd v Kellogg Co of Canada(L888) 55 R.P.C. 125:

AA word or words to be really distimgncti ve
be incapabl e of application to the goods ¢

47 Even i f the aoe dsofi dirthenmdusttylyearingsiremind that

A 0 Iis the ulti maandtheguorang of antensd is drdimtdagral part of
Buddhism | would nevertheless hold thath e t e D B on@which other traders of the

Subject Goodsmay wish to use for legitimate reasorige High Courtexplainedthe

rationale why terms which other traders may desire to use for legitimate reasons should not
be monopolised by asinglepamyHanoés (F & B) Pte Lt d2035] Gustt
SGHC39at [65] - [66]:

65 Allowing a trader to register and obtain a monopoly on words and phrases which
other traders may wish to use in respect of their goods and services for entirely
legitimate purposes (including competition) is clearly not in the pubterest. For
exampl e, under the Trade Marks Act 1938 (
heldinSmi t h Kline & French Labor afl®t]RRCG Lt do
17 at 34 that in deciding whether a claimed trade mark was inherently adapted to
distinguish:

[T]he court takes account of the likelihood that other traders may, without
improper motive, desire to use the trade mark in relation to their own goods. On
grounds of public policy a trader will not be allowed to obtain by a trade mark
regist ati on, a monopoly in what other trad

While these observations were in relation to the now repealed UK TMA 1938, the
general sentiments expressed by Gibson J remain relevant.

66 This is why the law shies away from gragtirights over descriptive phrases and
words of praise. This is also why the law is careful about granting rights too readily
over common words, geographical expressions and place @ames

Conclusion orSection 7(1(b)

48 Theground of invalidation under Séat 23(1) read wittSection 71)(b) is made oun
respect of all the Subject Goods

49 Having found the above, @oes not necessarifpllow that theSubject Mark must be
invalidated.If the Proprietocanshow on the balance of probabilities, that thebfgect Mark

-14-



has in fact acquired distinctiveness as a result of use by the Prgptietomark may
nevertheless still be registeredwill discuss thisbelow after looking atthe ground of
objection undeBection 7(1)(c)

Decision on Section 7(1)(c)

50 The rationale behind Section 7(1)(c) is explainedMigllor, Llewelyn, et. al.Kerly's
Law of Trade Marks and Trade Namdd5"Edi t i on), Sweet K&lybMarawe | |
[8-087] as follows:

The purpose of this ground of objection is to prevent thestradjion of signs which are
descriptive of the goods or some characteristic of them. These descriptive marks are
excluded from registration because they consist of signs or indications which honest
traders either use or may wish to use without any impnojtive.

51 Further guidance was given by the High CourtheLove Casewhere it was said at
[70]:

A mark must be refused registration under s 7(1)(c) if at least one of its possible
meanings designates a characteristic of the goods or services concerned
(DOUBLEMINT Case R216/199&, OHIM (Bd App) at [32] ). It does not matter that
there are other synonyms, other more usual sigimdarations which can also serve to
designate the same characteristiotiter characteristics of the goods or services as
7(1)(c) does not prescrilibat the mark under examination should be the only way of
designating th@articular characteristic in question: (Kerly at pai@82).

52 The Applicant 6s c aseey speafid Bhe casehas stated mahe nd i
Applica n tWaiteen Reply Submissionat [21] is

The Applicant is not submitting that the Chinese charaéters 0 are descriptive of
incense. Rather, the Applicant is submitting under Section 7(1)(c) that the Chinese
charactersi omay serve in trade to designate th

53 Itis therefore this specific claim that | would consider to séehidis been made out by
the Applicant.

54  The Applicantsubmits

é the burning of incense may serve various purposes depending on which type of
Buddhist tradition one follows. That saidhen Mahayana Buddhidfdight incense,

they are affirming to thoseho are already enlightened that their purpose is to help
others reach enlightenment @0

55 In support of this contention, the Applicartiesonan onl i ne aBuddhist| e en
Beliefs & Incense p u b | i [stth:/épeoplempposingviews.corand in particular, a
sentence in the article whicht a In essendg, when Mahayana Buddhists light incense, they

16 Mahayana Buddhism is the most popular form of Buddhism practiced in Singapore.
"Wo n g $3D atl[14
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http://people.opposingviews.com/

are affirming to those who are already enlightened that their purpose is to help others reach
enlightenment, too .

56 | am not persuaded by the Applicantds subr

57 Firstly, if indeed Mahayana Buddhists light incense for the purpose stated, | find it
surprising thathe Applicant is only able to furnish a single Internet article to supsgoint.

Clearly there are plenty of books and articles on Buddhist practices and enlightenment or
even the significance of burning incense in Buddhism but the Applicant only submitted a
singleInternet article tgrovethis link. In fact a Google ser ch of fAsi gni fi can
incense in Buddhismo yields martpthe Applicahtt s wh i
if indeedthere is such a link or purpose behind the burning of incésea topic which is as

well documented as this, | do ndiirik that a single article from the Internet is sufficiently
persuasive to prove this point.

58 Secondly, this article is a mere printout of a page fromntexriet Apart from what is

stated in the article itself about the autHittle else is knownabdu t he aut hor 6s ¢
and the source of the authorés knowledge on
to accept this article for the truth of the statement ntheeein although | will bear in mind

that such astatemenhasbeen made. Tk is in line withtheRe gi st r y ésstatgginact i c €
HMD Circular No. 3/201%which reads as follows:

fié the Registrar draws a distinction between: (i) copies of published documents and
printouts from official websites; and (ii) printouts from other gage the internet. For

the former, the Registrar may, depending on the circumstances of the case, accept the
contents of the copies or printouts for the truth of the statements made. However, any
printouts from other pages on the internet will not be decefor the truth of the
statements made but only for the fact that

59 Thirdly, this article is published on a website call@do p p o s i n g vTiheenarse. ¢ 0 mo
of the website seems to suggest that the views expressed therainbealil’ergent or
controversialn nature.

60 Fourthly, even if | accept that the statement made in the artidiies | am unable to

agree that it support s odtekhignateA the ihtéended purpése ofc | a i
incense. The article merely indicates that the intended purpose of burning incense is to affirm
oneds purpose of hel ping others reach enl i gl

the attainment of enlighteme n t . 04l best is only theubject matteof what the incense

is usedto affirm but itis not the purpose of the incentself, unless the Proprietor is saying
tht the purpose of burning of incense is enlightenment. Howeveipiblecant acknowledges
that the article does not support a claim that the burning of incense leads to enlighfenment
Conclusion orSection 7(1)(c)

61 Theground of invalidation under Section 23(1) read with Section 7(fh)é&eforefails.

Whether the Subject Mark has AcquiredDistinctiveness

8Wo n g &SD ap[22
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62 Section 7(2) reads:

A trade mark shall not be refused registration by virtue of subsection (1)(b), (c) or (d)
if, before the date of application for registration, it has in fact acquired a distinctive
character as a result of the usedmnaf it.

63 Given that this is an invalidation case, Section 23(2) is also relevant. It reads:

Where the registered trade mark was registered in breach of section 7 in that it is a trade
mark referred to in subsection (1)(b), (c) or (d) of that sectioshall not be declared
invalid if, in consequence of the use which has been made of it, it has after registration
acquired a distinctive character in relation to the goods or services for which it is
registered.

64 The impact of the above is that if at tHate of filing the Subject Mark had already
acquired a distinctive character through use then Section 7(2) is applicable. However, even if
this were not the case, and the Subject Mark acquired a distinctive character since it was
registered, Section 23(8 applicable. The question whether a sign has acquired a distinctive
character in respect of the goods must be asked through the eyes of the average consumer
who is reasonably well informed, observant, and circumspect.

65 To support a finding ofacquired dstinctiveness, the Proprietor has to shibat a

significant proportion of the relevant class of persa@ied upon the sign as indicating that

the goods or services in question originated from a particular trader and from no other. It is
insufficient toshow that the average consumer messgociatedhe sign with a particular

trader. The Court of Appeal iBociétéDes Produits Nestlé SA and anothegrPetra Foods
Limited and anothef 2 01 6] SKeGt )6 4 x(pAd ai ned t he rational

eAcepting evidence of Amere associationo
detract from and undermine the essential function of trade marks, whichuarentee

the origin of goods and services. Further, bearing in mind that trade mark law (as with
mog intellectual property regimes) is ultimately about negotiating a fair balance among

the various stakeholders in the market co
associationo test woul d stri k-lee tradb markb a |l a n c
proprietors. The danger of accepting evic

succinctly captured in the following remarks of the English High Coutnilever
([32] suprg at [32]:

There is a bit of sleight of hand going on here and in othes cddfis sort. The

trick works like this. The manufacturer sells and advertises his product widely
and under a weknown trade mark. After some while the product appearance
becomes welknown. He then says the appearance alone will serve as a trade
mark, even though he himself never relied on the appearance alone to designate
origin and would notlare to do so. He then gets registration of the shape alone.
Now he is in a position to stop other parties, using their own word trade marks,
from selling the psduct, even though no one is deceived or misled.

66 The Court of Appeal ilNestléwent on further to say at [51]:
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éeFor clarity, we reiterate that the quest.
perceive the sign in question as an indicator ofatgin of the goods or services to

which the sign is applied. The key question, in broad terms, is whether consumers treat

that sign as a trade mark, that is to say, as a guarantee of origin. This inquiry will entail
anoverall assessmenf the evidence.

67 In this overall assessment, the following factors may be taken into account: the market
share held by the mark; how intensive, geographically widespread andtéomting use of

the mark has been; the amount invested by the applicant in promoting the therk
proportion of the relevant class of persons who, because of the mark, identify the goods and
services as originating from a particular trader; and statements from chambers of commerce
and industry or other trade and professional associations. Heobatsis of these factors, a
significant proportion of the average consumers of the goods and services identify the goods
and services as originating from a particular undertaking because of the Subject Mark, the
mark would have acquired distinctiveness.

68 Against the backdrop of the foregoing analysis of the applicable principles, | turn to
consider the evidence that was submitted.

69 The Pr opr i eshowing that thevSulgeetrMark has acquired distinctiveness
maybe summarised as follows:

(@) Hecontenls that he has uséd 0on theSubject Goodsince 1998

(b) He says he is the first person to use 0 in relation to theSubject Goods
When he first started his business indgipore, no other trader was usifig 0 in
relation to theSubject Goods.

(c) The evidence submitted support his cotention that he has been usifig 0
on theSubject Goodsince 1998 is:

1. His business name represented in Chinese charact@rs is
o(AChinese Business Nameo) which tr
Buddhism Cultural Relic Wholesage nt r e 0 .

IR TP A PLI P
Bodhi Buddhist Products

2. He has used the signag, on his shop
signboard, company vehicles, office stationery (such as name cards, letterheads
and invoices), calendars and product packaging. The sigmangains the words

%
A 0 as shown inthe badg( on the left of the gnageas well asin the
Chinese BisinesName.

3. He has been marking the product packaging of his incense with various
signs that contairfi 0 Some examples of hothese signs are used ors hi
product packaging appear below:
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Example 2

Example 3
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Example 4

Example 6
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(d) The Proprietor also relies on the followirggvertisements to show that he has
promoted the Subject Mark extensively and assalt of which the Subject Mark has
acquired distinctiveness:

Source of ;
. Nature of advertisement
advertisement
For You| Since 1999
Information
Magazine
(FYI), a FRA L RMBHK AR F oo peosnsn nen
magazine fof & Bodhi Buddhist Products /" 15, 200
the Buddhist RRZI8 Copong Fond Iovcnwte Lo o1 e
community in ERAUBENLH
. TLRAL - Py mEMNY mEer
Singapore o AUMRELUFEAR
SANMEANE NEn=
& sWaxEN
el ]
e Rcncanaen
‘:.::. ;L‘:J‘,?.,u:‘fr:' AMIPMANE) 'i'llﬂl‘:ll Lt 3 1] I szgﬁ..—:'g
o F P A IRETEraReENTR mate, ,  WEENVWENESANL
Since 2008
Since 208
Chinese
Yellow Pages
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