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Trade Marks – Opposition to registration – whether the application to register is made in bad faith - Section 7(6) 

of the Trade Marks Act (Cap. 332) 1999 Rev. Ed. 

 

Trade Marks – Opposition to registration – Likelihood of confusion - whether the Application Mark is similar 

to an earlier trade mark and is to be registered for goods or services identical with or similar to those for which 

the earlier trade mark is protected - Section 8(2)(b) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed.  

 

Trade Marks – Opposition to registration – whether the whole or an essential part of the Application Mark is 

identical with or similar to an earlier trade mark – whether the earlier trade mark is well known in Singapore – 

whether the use of the Application Mark will indicate a connection between the Applicant’s goods or services and 

the proprietor of the earlier trade mark – whether the use of the Application Mark is likely to damage the interests 

of the proprietor of the earlier trade mark - Section 8(3A)(b)(i) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed.  

 

Trade Marks – Opposition to registration – whether the whole or an essential part of the Application Mark is 

identical with or similar to an earlier trade mark – whether the earlier trade mark is well known to the public at 

large in Singapore – whether the use of the Application Mark will dilute in an unfair manner the distinctive 

character of the earlier trade mark – Section 8(3A)(b)(ii)(A) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed.  

 

Trade Marks – Opposition to registration – whether the whole or an essential part of the Application Mark is 

identical with or similar to an earlier trade mark – whether the earlier trade mark is well known to the public at 

large in Singapore – whether the use of the Application Mark will take unfair advantage of the distinctive character 

of the earlier trade mark  – Section 8(3A)(b)(ii)(B) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed. 

 

Trade Marks – Opposition to registration – whether the Applicant’s use of the Application Mark would constitute 

passing off - Section 8(4)(a) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed.  

 

This is an opposition against the trade mark application number T0422626A in Class 30, in respect of “coffee; 

tea; cocoa; beverages made from coffee, tea, cocoa or chocolate; beverages containing coffee, tea, cocoa or 

chocolate; coffee, tea, cocoa or chocolate based preparations for making beverages; ice beverages with a coffee, 

tea, cocoa or chocolate base; coffee, tea, cocoa or chocolate based beverages; flavoured tea; all being goods 

included in Class 30.” 

The application is for a series of 2 marks as shown:  

 
 

The Applicants is Master Beverage Industries Pte Ltd.  Products bearing the Applicants’ mark were manufactured 

and packed in Singapore and thereafter exported and marketed overseas. 



The Opponents SOCIÉTÉ des PRODUIT NESCAFÉ SA, a company incorporated in Switzerland of Vevey, 

Switzerland.  The Opponents are one of the largest food and beverage producers and manufacturers in the world 

and have been heavily involved in the production and manufacture of foods in classes 30 and 32.  The Opponents 

are registered proprietors of trade mark registration numbers T97/15458D in Class 30 and T97/15459B in Class 

32 in Singapore. The marks are as shown below. 

 

The Opposition proceeded on these four grounds: Sections 8(2)(b), 8(3A), 8(4)(a) and 7(6) of the Trade Marks 

Act (Cap. 332) 1999 Rev. Ed. 

 

Held, allowing the application mark to proceed to registration: 

 

1. On an assessment of the marks as wholes, the Applicants’ marks are visually, aurally and conceptually 

dissimilar from the Opponents’ marks.  Based on the evidence, as that the Opponents’ device marks have 

always been strongly co-branded with their house mark NESCAFÉ, it is unlikely that there would be a 

likelihood of confusion.  Thus the ground of opposition under section 8(2)(b) fails. 

2. The opposition under section 8(3A) is also not made out since under the section 8(2)(b) ground of 

opposition, it has been decided that the Opponents’ and the Applicants’ marks are not identical or similar.  

3. The Opponents’ evidence does not show that it is the Red Mug and Coffee Beans device marks per se 

that have garnered the substantial volume of sales.  It is evident that the goodwill resides in the Opponents’ 

NESCAFÉ marks and not the device mark bearing the Red Mug and Coffee Beans.  Further for the same 

reasons that the Registrar had earlier found that there is no confusing similarity between the Opponents 

earlier trade marks and the Applicants’ marks under the section 8(2)(b), there is no misrepresentation by 

the Applicants leading or likely to lead the public to believe that goods offered by the Applicants are 

goods of the Opponents. As misrepresentation had not been established, it was not necessary to prove 

damage. The opposition under section 8(4)(a) also fails. 

4. The Opponents have not set out what the Applicants have done or omitted to do which clearly points to 

bad faith. The Opponents’ reiteration that the Applicants have no plausible reply to how the Application 

mark was derived and the speculation that it was deliberately chosen to unfairly capitalise on the 

Opponents’ goodwill is merely an inference tha t there is bad faith; and this is not supported by any 

evidence. The Opponents have not discharged the burden of proving bad faith and the ground of 

opposition under section 7(6) fails. 

 

Provisions of legislation discussed: 

 

▪ Trade Marks Act (Cap. 332) 1999 Rev. Ed. Sections 8(2), 8(3A), and 8(4) [re-numbered as section 8(4)(a) and 

section 8(7) respectively of the Trade Marks Act (Chapter 332) 2005 Revised Edition].  
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