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Trade Marks – Opposition to registration – whether the Application Mark is identical to an earlier trade mark 

and is to be registered for goods or services identical with those for which the earlier trade mark is protected - 

Section 8(1) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed. 

 

Trade Marks – Opposition to registration – Likelihood of confusion - whether the Application Mark is similar 

to an earlier trade mark and is to be registered for goods or services identical with or similar to those for which 

the earlier trade mark is protected - Section 8(2)(b) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed.  

 

Trade Marks – Opposition to registration – whether the Applicant’s use of the Application Mark would constitute 

passing off - Section 8(7)(a) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed. 

 

Trade Marks – Opposition to registration – whether the application to register is made in bad faith – Section 7(6) 

of the Trade Marks Act (Cap. 332) 1999 Rev. Ed. 

 

On 17 December 2002, the Applicants filed a trade mark application T02/19037E for a mark comprising a slightly 

rotated device of a bear with the letters and words, “QQ BEAR” on its rear left paw (Application Mark 1) in Class 

18 for “Leather and imitations of leather and goods made of these materials”. On 8 January 2003, the Applicants 

filed another trade mark application T03/00022G for the same device of a bear without the words QQ Bear 

(Application Mark 2) for the same goods in the same class. The Opponents opposed the application on the grounds 

that (i) the Application Mark 2 is identical to the Opponents’ mark under section 8(1), (ii) there exists a likelihood 

of confusion on the part of the public because Application Mark 1 is confusingly similar to their mark under 

Section 8(2)(b); (iii) that the Application Marks were objectionable under the law of passing off under Section 

8(7)a); and (iv) that the applications were made in bad faith and contrary to Section 7(6). 

The Opponents are a Spanish company established since 1920 whose director Rosa Oriol designed the bear device 

in 1985. They have applied for registration of their bear device in various classes in various countries and their 

earliest registration in Spain is dated 1998. The Applicants who applied for the application marks in Singapore in 

2002 and 2003, offered no explanation why Application Mark 2 is identical to the Opponents’ bear device. With 

respect to Application Mark 1, they only state that the letters QQ Bear in the mark will distinguish the marks, 

without any explanation why the bear device in this mark is also identical to the Opponents bear, albeit rotated. 

The Applicants also did not say anything about the ownership of their marks or how they came to apply for the 

marks in Singapore from 2003 to 2008 when they filed their Counter Statements and first Sta tutory Declaration. 

Only in 2008 when they filed their second Statutory Declaration, the Applicants explained that they came across 

the mark in China and that they obtained the consent to apply for the marks in Singapore from a company (Lorence) 

in China, who also supplied them the goods for sale in Singapore. However they do not say that Lorence is the 

owner of the marks in China. There was no supporting evidence of the consent from Lorence to the Applicants or 

the supply of goods from Lorence to the Applicants for sale in Singapore. Soon after filing the applications in 

Singapore, the Applicants applied for the marks in China.  

Held, disallowing registration: 

 

1. The Registrar found that the Opponents own the trade mark rights in the device of the bear and the 

Applicants have made applications for identical bear devices in Singapore. The Registrar found that where 

there is evidence of prior use and ownership of an identical mark by someone else and there is an identical 

application in Singapore, it is the applicant’s duty to explain how he came to apply for identical marks in 

Singapore. The Applicants had not given a credible account of their consent and licensing arrangements 

with Lorence and had been silent on the issue of ownership. Their application for the marks in China, soon 

after obtaining Lorence’s consent to apply for the marks in Singapore, was inconsistent. The Registrar 

found that where the applicants claim that they are licensees from third parties located outside Singapore, 



they must explain what they did to satisfy themselves that the person consenting to their applications in 

Singapore and giving them license, are the owners. The Registrar drew an inference that the Applicants 

acted in bad faith from all the circumstances of the case. The opposition under section 7(6) of the Act was 

therefore successful. 

2. The Opponents did not have an earlier trade mark for their bear device in Singapore before the dates of 

application for the Application Marks, as required by section 8(1) and 8(2)b of the Act. Therefore the 

oppositions under sections 8(1) and 8(2)(b) failed. 

3. There was also insufficient evidence to show that the Opponents had goodwill and reputation in the 

business of trading under their bear device in Singapore. The oppositions under section 8(7) therefore 

failed. 

 

Provisions of legislation discussed:  

 

▪ Trade Marks Act (Cap. 332) 1999 Rev. Ed. Sections 7(6), 8(1), 8(2)(b) and 8(7). 
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