
IN THE MATTER OF A TRADE MARK APPLICATION T05/03804C BY 

PENSONIC CORPORATION SDN BHD 

 

AND 

 

OPPOSITION THERETO BY 

MATSUSHITA ELECTRIC INDUSTRIAL CO. LTD 

 
Before Principal Assistant Registrar P Arul Selvamalar 

27 March 2008 

 

 

Trade Marks – Opposition to registration – Likelihood of confusion - whether the Application Mark is similar 

to an earlier trade mark and is to be registered for goods or services identical with or similar to those for which 

the earlier trade mark is protected - Section 8(2)(b) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed.  

 

Trade Marks – Opposition to registration – whether the whole or essential part of the Application Mark is 

identical or similar to an earlier trade mark which is well known in Singapore – whether use of the Application 

Mark on goods or services would indicate a connection between them and the proprietor of the earlier trade mark 

- whether the interests of the proprietor of the earlier trade mark are likely to be damaged - Section 8(4)(a)(b)(i) 

of the Trade Marks Act (Cap. 332) 1999 Rev. Ed. 

 

Trade Marks – Opposition to registration – whether the application to register is made in bad faith – Section 7(6) 

of the Trade Marks Act (Cap. 332) 1999 Rev. Ed. 

 

Trade Marks – Opposition to registration – Distinctiveness – whether the Application mark satisfies the 

definition of a trade mark under section 2(1) and the requirements under Section 7(1) of the Trade Marks Act 

(Cap. 332) 1999 Rev. Ed. 

 

On 23 March 2005, the Applicants filed a trade mark application (T05/03804C) for a composite mark comprising 

the word PENSONIC and a device of the letter “P” in respect of electronic goods in Class 9 (“the Application 

Mark”). The Opponents, who own registrations in Class 9 for the mark “Panasonic” (T68/45252A, T95/00560C, 

T00/22117F and T04/08867E), opposed the application on five grounds. The Opponents contended that (i) there 

exists a likelihood of confusion on the part of the public because the Application Mark is confusingly similar to 

their marks under Section 8(2)(b); (ii) that their marks are well known marks in Singapore and registration of the 

Application Mark would be contrary to Section 8(4)(a)(b)(i), 8(4)(a)(b)(ii)(A) and 8(4)(a)(b)(ii)(B); (iii) that the 

Application Mark was objectionable under Section 7(5) and the law of passing off under Section 8(7)(a); (iv) that 

the application was made in bad faith and contrary to Section 7(6); and (v) that the Application mark was not 

distinctive under Section 7(1)(a). 

The Opponents used the Panasonic mark since 1988 in Japan and this use extended to South East Asia and China 

since 1991. The Opponents also own registrations for the Panasonic mark around the world. In Singapore they 

own registrations or applications in 26 classes and their earliest registration in class 9 is dated 1968. In Malaysia 

their mark has been registered since 1971. The Panasonic brand products were sold in Singapore since 1990. The 

Opponents have more than 100 authorised dealers selling their products. Between 1995 and 2001, sales of 

Pansonic brand products were not less than S$100m annually. In the years 2002, 2003 and 2004, when the 

Opponents’ National brand was phased out and replaced by their Panasonic brand, their sales increased to S$150m, 

S$400m and S$480m respectively. Between 2000 and 2004, S$50m was spent on advertising and promotion (A 

& P) in Singapore. Globally their sales were S$90b to S$106b between 1995 to 2005. Their A & P expenditure 

globally was between S$1b to S$1.1b between 2000 and 2005. A Brand Finance survey (Jan 2007) shows that 

Panasonic is ranked number 123 among the top 250 brands in the world and the World Trade Marks Review 

(May/June 2007) shows that Panasonic is number 9 out of the top 10 Japanese brands. The Opponents group of 

companies in Singapore employs more than 6,500 employees and they spend millions on research and 

development. 

The Applicants are one of Malaysia’s largest manufacturers and distributors of home appliances and their products 

are marketed in over 800 outlets in Malaysia. They claim that PENSONIC was derived from the words “Penang” 

(which is their Group Executive Chairman’s hometown and where their business commenced) and “sonic” which 

means sound, as they were initially in the audio business. Their mark means “sound of Penang”. The device of 

the letter “P” was also chosen to represent Penang. The Applicants claim that they had not heard or seen the 

Opponents’ mark when they devised the mark. PENSONIC was registered in Malaysia in 1984. Their Pensonic 



mark co-exists with the Opponents’ mark in Australia, Japan, Hong Kong, Malaysia, Sri Lanka, Vietnam, China, 

Laos, Myanmar, Kuwait and Lebanon, 11 out of the 16 countries where the Applicants have registrations. The 

Applicants started selling their products in Singapore in 1984 but later decided to focus on larger markets like 

Hong Kong and Thailand. They are now interested in entering the Singapore market again.  

Held, disallowing registration: 

 

1. The marks are aurally and conceptually similar. The goods are also similar. When considering the 

likelihood of confusion, the test is not whether the consumer who is presented with both Panasonic and 

Pensonic products side by side is going to be confused. The test is whether a person who has seen a 

Panasonic product is going to select a Pensonic product thinking that it is a Panasonic product. Here, the 

ending of the marks, the word “sonic”, is common and the beginning of the marks sound similar, as the 

beginnings will be pronounced as “pen/pan”. The additional vowel “a” in the Opponents mark is one 

distinction between the marks but it is likely to be slurred. The device of the letter P is not dominant 

enough to distinguish the marks. There is a likelihood that a substantial number of average Singaporeans 

would be confused. The opposition therefore succeeds under Section 8(2)(b). 

2. The essential part of the Application Mark is the word PENSONIC, which is similar to the Opponents’ 

mark. From 2002 to 2004, the Opponents’ sales under their Panasonic brand were S$400 to S$480 million. 

The value of the Panasonic brand according to the 2007 report by Brand Finance is US$6.196 billion. It 

ranked number 123 out of the 250 top brands and in the electronics sector, it ranked number 6. Of the 

top 10 Japanese brands it ranked number 9. “Panasonic” is therefore a well known mark in Singapore. A 

consumer would think that a Pensonic product was somehow connected or related to the owner of the 

Panasonic mark, and the interests of the Opponents are likely to be damaged. The opposition therefore 

succeeds under Section 8(4)(a)(b)(i). 

3. No finding was made under Section 8(4)(a)(b)(ii)(A) or (B) nor Section 8(7)(a). 

4. Omission to investigate the Malaysian register of trade marks when the Applicants created their own 

brand cannot by itself lead to an inference of bad faith. The Opponents did not start using the Panasonic 

mark in the South East Asian region until the 1990’s and the Applicants created the mark in the 1980’s. 

There is insufficient evidence to make an inference that the application was made in bad faith. The 

opposition on the grounds of Section 7(6) therefore fails. 

5. The Application Mark is inherently capable of distinguishing the Applicants’ goods and satisfies the 

definition of a trade mark under Section 2(1). The opposition under Section 7(1)(a) fails. 
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