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Trade Marks – Opposition to registration – Distinctiveness – whether the Application mark satisfies the 

definition of a trade mark under Section 2(1) and the requirements under Section 7(1) of the Trade Marks Act 

(Cap. 332) 1999 Rev. Ed. 

 

Trade Marks – Opposition to registration – whether the application to register is made in bad faith - Section 7(6) 

of the Trade Marks Act (Cap. 332) 1999 Rev. Ed. 

 

Trade Marks – Opposition to registration – whether the Application Mark is identical to an earlier trade mark 

and is to be registered for goods or services identical with those for which the earlier trade mark is protected - 

Section 8(1) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed. 

 

Trade Marks – Opposition to registration – Likelihood of confusion - whether the Application Mark is identical 

to an earlier trade mark and is to be registered for goods or services similar to those for which the earlier trade 

mark is protected - Section 8(2)(a) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed.  

 

Trade Marks – Opposition to registration – Likelihood of confusion - whether the Application Mark is similar 

to an earlier trade mark and is to be registered for goods or services identical with or similar to those for which 

the earlier trade mark is protected - Section 8(2)(b) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed.  

 

Trade Marks – Opposition to registration – whether the Applicant’s use of the Application Mark would constitute 

passing off - Section 8(7)(a) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed.  

 

On 17 April 2003, the Applicants filed an International Application under the Madrid Protocol designating 

Singapore for the protection of an English word “Liby” which appears below a circular device containing 2 

Chinese characters, in Class 3, for “Soaps and cakes of soap, washing powders, hair lotions, shampoos, hair care 

products, face cleansing creams, laundry starches, cleaning products and preparations, toilet cleaning preparations, 

cosmetic products, perfumes, skin whitening products, suncare products, dentifrices, hair mousses, stain removers, 

bleaching products, oil stain removing products, bath lotions” (“the Application Mark”). 

On 1 April 2004, the Opponents applied for the mark “DEPEX” appearing above the same 2 Chinese characters 

as in the Application Mark for goods in class 3. The Opponents contended that the Application Mark was identical 

or similar to their mark and in respect of the same or similar goods under sections 8(1) and 8(2)(a),(b); that the 

use of the Application Mark would constitute passing off under section 8(7)(a); that the Application Mark is 

devoid of any distinctive character under section 7(1)(b); and that the application was made in bad faith under 

section 7(6). 

The Opponents had registered their mark in Malaysia since 1974 and they have been selling their goods in 

Singapore since 1990/1991. Their goods were contract manufactured in China since 1986. The Applicant 

company’s president had been aware of the Opponents’ mark from before the date of application for the 

Application Mark as he was a sales agent in China for the Opponents’ products. The Applicant company was set 

up in 1994. The Applicants had applied for their mark in Malaysia and when the Opponents filed an opposition 

they withdrew their application. The Applicants said that their mark was independently derived from their 

company name in their first Statutory Declaration but in their third Statutory Declaration, they said that the mark 

was assigned from another company to the Applicant and that therefore they are unable to provide any information 

on the derivation of the mark. 

 

 

 



Held, disallowing registration: 

 

1. The Applicants’ evidence on a material issue, the derivation of the Application Mark, was inconsistent. 

The Opponents were the first to use the mark in Malaysia, Singapore and China and there was credible 

evidence that the Applicants’ president knew of the Opponents mark because of its use in China. The 

Registrar found that the Applicants were aware of the Opponents’ mark when they made this application 

and that all the circumstances of the case supported a finding of bad faith. The opposition 

succeeded under section 7(6). 

2. The Opponents do not have an earlier registered mark to support their opposition under section 8(1) or 

section 8(2).  The Opponents’ registered mark has a later application date than that of the Application 

Mark.  Neither have the Opponents established that their mark is well known.  The opposition under 

section 8(1) and section 8(2) therefore failed. 

3. The Opponents have not established goodwill and reputation in the business of selling goods under their 

mark.  Thus, they have not made out a case of passing off and the opposition under section 8(7)(a) failed. 

4. The Registar found that the Application Mark is inherently distinctive under section 7(1)(b). Therefore 

the opposition under section 7(1)(b) failed. 
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