In The Matter Of A Trade Mark Application No. T02/05501Z By Hyundai Mobis
And
Opposition Thereto By
Mobil Petroleum Company, Inc
Before Principal Assistant Registrar of Trade Marks, Ms P Arul Selvamalar
26 June 2007
Trade Marks – Opposition to registration – Distinctiveness – whether the Application mark is a sign devoid of
any distinctive character under Sections 7(1)(b) of the Trade Marks Act 1998 [Cap. 332]
Trade Marks – Opposition to registration – whether the application to register is made in bad faith - Section 7(6)
of the Trade Marks Act 1998 [Cap. 332]
Trade Marks – Opposition to registration – Likelihood of confusion - whether the Application Mark is
confusingly similar to an earlier trade mark and is to be registered for goods or services identical with or similar
to those for which the earlier trade mark is protected - Section 8(2)(b) of the Trade Marks Act 1998 [Cap. 332]
Trade Marks – Opposition to registration – whether the Application Mark is similar to an earlier trade mark
which is well known in Singapore and is to be registered for goods or services not similar to those for which the
earlier trade mark is protected – whether the use of the Application Mark on such goods or services would indicate
a connection between them and those for the earlier mark – whether there is a likelihood of confusion - whether
the interests of the proprietor of the earlier trade mark are likely to be damaged - Section 8(3) of the Trade Marks
Act 1998 [Cap. 332]
Trade Marks – Opposition to registration – whether the Applicant’s use of the Application Mark would constitute
passing off - Section 8(7) of the Trade Marks Act 1998 [Cap. 332]
The Applicant, Hyundai Mobis, applied for registration of a trade mark “MOBIS” on 17 April 2002 for the goods
“automobile apparatus and equipment, automobile mechanisms, engines automobile bodies, sections, devices
including safety and anti-theft devices, automobile componentary segments, parts fittings and accessories for
automobiles being goods in class 12”.
The Opponent, Mobil Petroleum Company, Inc, filed an opposition on the basis of their earlier applications or
registrations for the mark “MOBIL” in various classes. The Opponent raised objections under sections 7(1), 7(6),
8(2) (b), 8(3) and 8(7) [then 8(4) before the 2004 amendments] of the Trade Marks Act (1998) (hereinafter referred
to as “TMA”)
The Opponent contended that by virtue the Opponent’s or related Exxon Mobil companies’ proprietorship of the
mark “MOBIL” or “MOBIL” derivative marks in several classes in Singapore (49 registrations) and worldwide
(179 countries) and the extensive promotion and sale of fuel products in Singapore under the marks, they are well
known here. The Applicant’s mark “MOBIS” is similar and is to be used for similar goods and would lead to a
likelihood of confusion under section 8(2)(b). Alternatively, because “MOBIL” is an earlier well known mark,
even if the goods or services of the Applicant’s Mark are not similar, it may nonetheless lead members of the
public into thinking that there was connection between the Opponent and the Applicant’s goods and there is a
likelihood of confusion and the interests of the Opponent are likely to be damaged under section 8(3). A case of
passing off may also be made out under section 8(7).
The Opponent further contended that the Application mark is devoid of any distinctive character and the
Application was made in bad faith and registration should be refused under sections 7(1) (b) and 7(6) respectively.
The Applicant contended that the mark “MOBIS” is derived from the combination of the words mobile and system
and was first used in Korea in 2000. The Applicant has registrations and pending applications for the Mobis mark
in 58 countries around the world. The Applicant’s “MOBIS” and the Opponent’s “MOBIL” mark co-exist in 13
countries. The Applicant’s goods in class 12 are different the Opponent’s in class 4 for fuels and lubricants and
these are typically sold in fuel stations and that the Applicant’s goods are sold to distributors of car parts. The
Applicant hence denied that their mark is not distinctive, that the application was made in bad faith and that there
was any likelihood of confusion and passing off in relation to the use of their mark.
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The mark “MOBIS” is an invented word and is proposed to be used on vehicle parts under class 12. It is
inherently distinctive for vehicle parts and satisfies the requirement of distinctiveness under section 7(1)
(b).
There was insufficient evidence to show that the Applicant had behaved in a manner which fell short of
the standards of acceptable commercial behaviour and hence there is no basis for an inference of bad faith
under section 7(6).
Considering the registration in class 4 for the mark “MOBIL” and the application mark “MOBIS” under
section 8(2) (b), there is similarity between the two marks. Although there is no conceptual similarity as
both marks are invented words and meaningless, there is aural similarity as the marks have identical first
syllables and the second syllables sound similar. It is only the ending consonants of the second syllables
that differentiate the marks. Despite a sibilant sound at the end of the mark, “MOBIS”, there is a risk of
the ending consonant of both marks being slurred in speech in Singapore. Viewed as wholes, there is also
visual similarity as a large part of the marks are similar. Both marks appear capitalized as “MOBIS” and
“MOBIL” each with 5 letters. The first 4 letters are identical and only the last letter is different.
Vehicle parts sold under the “MOBIS” mark and fuels and lubricants sold under the “MOBIL” mark are
not similar goods under section 8(2) although the users are the same and the channels of trade may overlap.
This is because the uses are different and the physical nature of the goods is different.
There is no likelihood of confusion under section 8(2)(b) taking into account all the circumstances, in
particular, the trading circumstances of the goods and the mechanism of purchase. The majority of the
Applicants’ goods, being vehicle parts to be fitted into vehicles, require a certain degree of care in the
purchase. There is a difference in the way a consumer buys a self serve item from a shop shelf in an off
the cuff fashion and the way in which a consumer buys a vehicle part. The Applicants goods would be
bought after a considered purchasing decision.
The fact that the Opponents’ mark is so distinctive and well known must also be taken into account.
Because Mobil is so distinctive and well known, a consumer will be reminded of the Opponents’ Mobil
mark when he sees the Applicant’s mark. However being reminded of an earlier mark in itself does not
constitute confusion. And when a consumer is reminded of the Opponents’ mark, he will not have an
imperfect recollection of the Opponents’ mark. He would be able to recollect the Opponents’ mark
“MOBIL” for fuels and lubricants. The consumer would not think that the “MOBIS” vehicle part that he
is considering purchasing is a product which is from the same source as the Opponents. He would not be
confused and make the purchase thinking that the Applicants’ vehicle parts and the Opponents’ fuels and
lubricants come from the same source.
On section 8(3) considerations, Mobil has been in Singapore long enough for it to acquire the status of a
well known mark in Singapore. The use of the “MOBIS” mark with a red O, on vehicle parts is unlikely
to lead a substantial number of average Singaporeans to make a connection between the Applicant’ s
vehicle parts and the Opponent. When choosing a vehicle part, a consumer must choose a part according
to its compatibility with the vehicle and therefore it requires some consideration. The consumer may be
reminded of the well known mark “MOBIL” but that is not sufficient to establish a connection between
the vehicle part and the Opponent. To show a connection the consumer must think that the mark “MOBIS”
is a new line of products sold by the owners of the mark “MOBIL”, which has hitherto been selling fuels
and lubricants. The consumer will not make that connection. There is consequently also no likelihood of
confusion. As the Applicant had not used the mark “MOBIS” in Singapore, it would not be possible for
the Opponent to show that their interests are likely to be damaged by such use. The opposition under
section 8(3) failed.
For section 8(7) considerations, the question is whether use of the “MOBIS” mark by the Applicant (with
a red O) on vehicle parts would lead to the type of misrepresentation required by passing off law. There
is no misrepresentation in this case for the same reasons that there would be no confusion under section
8(2) and that there would be no connection and confusion under section 8(3). The opposition under section
8(7) failed.
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NB: An appeal against this decision to the High Court is pending

