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Trade Mark – Opposition to registration – whether the application to register is made in bad faith – Section 7(6) 

of the Trade Marks Act 1998 [Cap.332] 

 

Trade Mark – Opposition to registration – Likelihood of confusion – whether the Application Mark is similar to 

an earlier trade mark and is to be registered for goods or services identical with or similar to those for which the 

earlier trade mark is protected – Section 8 (2)(b) of the Trade marks Act 1998 [Cap.332]  

 

Trade Mark – Opposition to registration – whether the earlier trade mark is well known in Singapore - whether 

use of the later trade mark would indicate a connection - whether there exists a likelihood of confusion – whether 

the interests of the proprietor of the earlier trade mark are likely to be damaged – Section 8(3) of the Trade Marks 

Act 1998 [Cap.332] 

 

Trade Mark – Opposition to registration – whether the Applicant’s use of the Application Mark would constitute 

passing off – Section 8(4)(a) of the Trade Marks Act 1998 [Cap.332] 

 

Trade Mark – Opposition to registration – Distinctiveness – whether the Application Mark satisfies the definition 

of a trade mark under Section 2(1) and the requirements under Section (7)(1) of the Trade Marks Act 1998 

[Cap.332]  

 

The Applicants, Nautical Concept Pte Ltd, a Singapore company, applied for a mark T02/12589A, “JWEST” 

(styalised) in Class 25 in respect of “Shoes, boots, slippers and sandals; sports shoes and sports boots; gymnastic 

shoes; athletic shoes; sneakers; shoes and boots for walking and climbing; socks and stockings; soles for footwear; 

all included in Class 25” on 26 Aug 2002. The Opponents, Mark Richard Jeffery and Guy Anthony West are the 

co-founders of the UK company Jeffery-West & Co Ltd and the owners of the registered mark JEFFERY-WEST 

[T02/08210F] in Singapore, since 5 June 2002 in Class 25 for “articles of clothing, footwear and headgear”.  

  

The Opponents argued that the applicants knew of the Opponents mark and that the application was made in bad 

faith, contrary to Section 7(6) of the Trade Marks Act 1998. The Opponents further argued that the Application 

Mark is confusingly similar to their mark under Section 8(2)(a) and (b) of the Act. They argued that their mark 

was well known under Section 8(3) of the Act and that the application was objectionable under Section 8(4)a of 

the Act by virtue of the law of passing off. They also argued that the mark did not satisfy the definition of a trade 

mark and that it was devoid of distinctive character under Section 7(1)(a) and (b) of the Act. 

  

The Opponents have been selling footwear branded Jeffery – West since mid-1980s in England. They have 

registrations for the mark in the United Kingdom, the European Community, Australia, Indonesia and Malaysia. 

Their worldwide sales figures range from S$3.46 million in 1998 to S$5.68 million in 2002. They first sold 

footwear in Singapore in 1992 through C K Tang. 

  

The Applicants have been selling footwear in Singapore since 1994. They say that the mark JWEST was first used 

by them in 1998 but they did not apply for it until 2002. The Registrar did not accept this evidence and found that 

their mark was used only since 2002. The Applicants director, Lee, knew the Opponents since 1992 or 1993 when 

the company he worked for distributed the Opponents’ shoes to C K Tang in Singapore. The Applicant company 

was set up in 1994 and from 1995 to 1996 the Applicants became the Opponents agents in Singapore. 

  

The Applicants distributed ladies shoes under the brand JW and men’s shoes under the brand Jeffery West for the 

Opponents. This relationship ended in 1996 and there appears to be no communication between the parties until 

1999 when the Opponents were alerted of the Applicants use of the mark Jeffery West in Singapore.  



 

Thereafter the Opponents visited the Applicants in Singapore and there were discussions about the transfer of the 

ownership of the marks Jeffery West and JW to the Opponents, as the applicants had applied for registrations of 

those marks in Singapore in 1997. There was also discussion about an undertaking not to use the marks Jeffery 

West for men’s shoes. Thereafter the Applicants withdrew their applications for Jeffery West and JW. However 

they continued to use the mark JW for women’s shoes and they filed an application in 2000 for the mark JW for 

women’s shoes which has since been registered. 

  

Held, disallowing registration, 

 

1. The Opponents mark Jeffery West and the Applicants mark JWEST, are more similar than dissimilar. 

Visually the marks are dissimilar although phonetically there are similarities. Conceptually both marks 

have a common element but more importantly the Applicants mark JWEST will be perceived as an 

abbreviation of the Opponents mark Jeffery West. The opposition under Section 8(2)b succeeds as the 

marks are similar, the goods are similar and there is a likelihood of confusion among a substantial number 

of consumers, if the application mark proceeds to registration.  

2. The Registrar did not believe the Applicants explanation for the derivation of the mark JWEST. The 

Applicants had had past dealings with the Opponents and were aware of the Opponents’ use of their marks 

Jeffery West and JW on men’s and ladies shoes. Even if the applicants thought that their JWEST mark 

was dissimilar to the Opponents mark Jeffery-West, they should have sought the Opponents’ consent to 

use the mark JWEST. Their conduct in applying for the trademark JWEST, without confirming with the 

Opponents that they were not interested in using the mark JWEST; their incredible explanation for the 

choice of the mark JWEST, their failure to mention distributing the Opponents’ shoes branded Jeffery 

West and JW, and the Applicants inconsistent explanation for not applying for the mark JWEST earlier, 

lead to the inference that the application was made in bad faith. The opposition under Section 7(6) 

succeeds. 

3. Opponents fail under section 8(4)a as there is insufficient evidence to establish the kind of reputation and 

goodwill that the Opponents need in Singapore to make out a case of passing off. The Opponents fail 

under section 8(3) as there is insufficient evidence to establish the kind of recognition that the Opponents 

mark must enjoy in Singapore to establish that their mark is well known. Opponents fail under section 

7(1)a and 7(1)b as the Applicants’ mark is distinctive  
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The appeal from this decision to the High Court has been dismissed  


