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Trade Mark – Opposition to registration – Likelihood of confusion - whether the Application Mark is similar to
an earlier trade mark and is to be registered for goods or services identical with or similar to those for which the
earlier trade mark is protected - Section 8(2) of the Trade Marks Act 1998 [Cap. 332]
Trade Mark – Opposition to registration – whether the Applicant’s use of the Application Mark would constitute
passing off - Section 8(4)a of the Trade Marks Act 1998 [Cap. 332]
Trade Mark – Opposition to registration – whether the application to register is made in bad faith - Section 7(6)
of the Trade Marks Act 1998 [Cap. 332]
The Applicants, Grand Tec Resources Pte Ltd filed an application for the mark T02/17200H “GT DRIVES &
Logo” (“the Application Mark”) in Class 7 in respect of “Belts for machines for industrial purposes; Belts for
motors and engines used in cars; all included in Class 7” on 31 October 2002. The Opponents, Gates Corporation,
a company incorporated in USA, lodged a Notice of Opposition a gainst the trade mark application on 25 April
2003. The Opponents claim to be the proprietors of the mark “GT”, which they have used and advertised in
Singapore as well as in other jurisdictions. They have also registered or applied for registration of their “GT” trade
mark in other countries.
The Opponents contended that through continuous and extensive use of their “GT” mark both locally and
internationally over a long period of time, it has acquired goodwill and fame in Singapore and that the said “GT”
mark is entitled to protection under the Paris Convention or the TRIPS Agreement as a well -known mark in
Singapore. The Applicants’ mark “GT DRIVES and Logo” is both visually and phonetically very similar to the
Opponents’ “GT” mark and is used on goods which are similar to the goods covered by the Opponents’ “GT”
mark. By virtue of the reputation of the Opponents’ “GT” mark, registration of the Applicants’ mark would be
contrary to section 8(2) of the Act.
The Opponents further contended that by virtue of the Opponents’ valuable reputation and goodwill in their “GT”
mark and because the Opponents’ and the Applicants’ marks are so similar, any use of the Applicants “GT
DRIVES & Logo” mark is likely to deceive and/or cause confusion and/or lead to the Appli cants’ goods been
passed off as or mistaken for those of the Opponents’. This would be contrary to section 8(4)(a) of the Act.
The Opponents also submitted that the Applicants knew of the Opponents’ mark and that the application was
made in bad faith. The use or intended use of the Application Mark is therefore not bona fide and is contrary to
section 7(6) of the Act.
Held, disallowing registration,
1.

2.

From a global consideration of all the facts and evidence of the case, it was found that the marks are
similar, that the Opponents’ and the Applicants’ goods are similar and that there would be a likelihood of
confusion.
Although the marks are confusingly similar, the Opponents failed to discharge their burden of proof that
the “GT” mark is well known in Singapore. To show that a mark is well known, the type of evidence that
is required is more substantial than just evidence of sales revenue and advertising expenditure. From the
evidence furnished by the Opponents, the “GT” mark is always used in conjunction wi th other marks.
Even though a mark is able to acquire distinctiveness through such use, the evidence furnished in this case
is not sufficient to establish the claim of “GT” as a well-known trade mark. Furthermore, the Opponents’
advertisements in the Yellow Pages do not even show the “GT” mark at all. Such practice is totally
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inconsistent with the Opponents’ claim that the “GT” mark is a well-known mark. The ground of
opposition under section 8(2) therefore failed.
The Opponents had established substantial use of and goodwill in the mark GT even if it was together
with other marks. It was also found that the two marks in this case are similar and the consumers are likely
to be confused. However, the Opponents did not substantially submit on damage that would be suffered
by them, but merely argued that it is usually presumed. Although the elements of goodwill and
misrepresentation may be made out, the submission made and evidence furnished in relation to damage
were insufficient and insubstantial. The ground of Opposition under section 8(4) therefore failed.
The facts of this case revealed that the Opponents had terminated the employment of one Victor Lian,
who registered the Applicant company within one week of leaving the Opponents’ employment. Although
he explained that the derivation of the mark “GT DRIVES & Logo” was from the name of the applicant
company Grand Tec, this evidence was rejected. The two marks were confusingly similar and the
surrounding facts were such that an inference of bad faith can be reasonably drawn. The opposition
succeeded under section 7(6).
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