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Trade Mark – Opposition to registration – Likelihood of confusion – whether the Application Mark is similar to
an earlier trade mark and is to be registered for goods or services identical with or similar to those for which the
earlier trade mark is protected – Section 8(2)b of the Trade Marks Act 1998 [Cap. 332]
Trade Mark – Opposition to registration – whether the Applicant’s use of the Application Mark would constitute
passing off – Section 8(4)a of the Trade Marks Act 1998 [Cap. 332]
The Applicants are a French company who applied for registration of a trade mark which comprised a device of
a tiger’s head in an oval shape with the words BIERE LARUE, meaning “Beer of the Road”, on the margin of the
oval shape. The application was filed in class 32 for “beer” on 16 December 2000. The Opponents are a Singapore
Company who own various registered marks with the word of a tiger or a device of a tiger in class 32 for beer.
The Opponents have been selling beer under their tiger brand in Singapore for the past 73 years. Since 1940, they
have registered 19 marks in Singapore which include the device of a tiger or the word “Tiger” (in English and in
Mandarin), for beer and/or ale and/or stout in class 32. They also have registrations or application for their marks
in 66 countries. From 1997 to 2001 the Opponents’ revenue from sales of Tiger Beer from its brewery in Singapore
was in excess of $1.3 billion. The Opponents’ advertising and promotional expenditure in Singapore from 1999
to 2003 was in excess of $22 million.
The Applicants have been selling their beer in Vietnam since 1994 where the Opponents have sold their beer since
1992. They say that they are not aware of any confusion in Vietnam. Their volume of sales of Biere Larue beer in
Vietnam in year 2003 was 427, 499 and their advertising and promotion expenditure in year 2003 was USD
2,258,065.
The Opponents argued that the Applicants’ marks should not be registered as they were confusingly similar to
their marks under section 8(2)b and that the registration of the application mark would be contrary to the law of
passing off under section 8(4)a of the Act.
Held, disallowing registration,
1.

2.

The main elements of the Opponent’s marks are the word Tiger and the representation of a tiger under a
palm tree in a circular shape. The word tiger is more prominent than the representation. The main element
of the Applicant’s mark is the representation of a tiger’s face. The words Biere Larue appear on the margin
of the oval shape in which the tiger’s face appears and it is the secondary element. Visually the marks are
not similar but aurally the Singaporean customer is more likely to refer to the Applicants beer as a tiger
brand beer, than Biere Larue. This is because the words Biere Larue are in French and when faced with a
foreign name in a mark and when the picture in the mark is the more dominant feature, the average
Singaporean consumer is more likely to refer to it by the picture. Conceptually, both elements in the
Opponents’ marks, convey the idea of a tiger. The Applicants mark also conveys the idea of a tiger as the
face of the tiger is more prominent than the words. The goods are similar and there is a likelihood of
confusion if the applicants mark is registered. The opposition under section 8(2)b succeeds.
The Opponents have gained goodwill and reputation through extensive use of their tiger marks, which
have two elements – the word tiger and the device of the tiger. As the reputation and goodwill resides in
the word tiger, the meaning of the word as well the picture that the word evokes in the mind will be
associated with the Opponents. This picture is not restricted to the tiger device that is actually used by the
Opponents in their marks. The Applicants have adopted for their goods a representation of a tiger which
is deceptively similar to the Opponent’s tiger brand. This would lead an average consumer to believe that
the Applicant’s goods are connected with the Opponents or originate from the Opponents because of their
representation of a tiger’s face in their mark. There is a real risk of confusion or deception and there is a

real probability of diversion of sales from the Opponents to the Applicants. The opposition based on
passing off under Section 8(4) succeeds.
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