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Trade Marks – Opposition to registration – Likelihood of confusion – whether the Application Mark is 

confusingly similar to an earlier trade mark and is to be registered for goods or services identical with or similar 

to those for which the earlier trade mark is protected – Section 8(2)b of the Trade Marks Act 1998 [Cap.332]  

 

Trade Marks – Opposition to registration – whether the earlier trade mark is well known in Singapore – whether 

the use of the later trade mark would indicate a connection – whether there exists a likelihood of confusion – 

whether the interests of the proprietor of the earlier trade mark are likely to be damaged – Section 8(3) of the 

Trade Marks Act 1998 [Cap.332] 

 

Trade Marks – Opposition to registration – whether the Applicant’s use of the Application Mark would constitute 

passing off – Section 8(7) of the Trade Marks Act 1998 [Cap.332]  

 

The Applicants are a British Company who applied for registration of a mark, PRET on a star device on 29 October 

2001. The application was in class 30 for the goods  “coffee; tea; cocoa; sugar; cereals; flour and preparations 

made from cereals; bread; pretzels; pastry; cakes; buns; biscuits; cookies; muffins; croissants; couscous; rice; 

tapioca; sago; chocolate; confectionery; ices and ice creams; honey; treacle; salt; mustard; vinegar; sauces 

(condiments); salad dressings; spices; mayonnaise; pasta; pastries and pies; sandwiches ; wrap sandwiches; 

puddings; sushi; tarts; prepared and cooked meals and snacks”.  

The Opponents are a Japanese company who own the registered mark PRETZ for the goods “biscuits, pretzels, 

bread; all included in class 30”. The mark PRETZ was first used in Japan in 1962 and first used in Singapore in 

1973. The Opponents sell at least 8 types of pretzel products in Singapore under the PRETZ mark. They have also 

used their PRETZ mark in Thailand, China, Taiwan, Hong Kong, Saudi Arabia, USA and Canada. The Opponents 

have also applied to register or have registered their PRETZ mark in Japan, Korea, China, Philippines, Vietnam, 

Australia, Canada, Mexico, Argentina, Finland, Germany, France, Spain, Portugal, UK, Ireland, Russia, EU (CTM) 

and South Africa. The value of sales of goods under the Opponents’ PRETZ mark in Singapore in year 1973 was 

US$23,474 and it increased to US$116,110 in year 2001. The Opponents’ advertising and promotional 

expenditure in Singapore in year 2001 was S$120,000. 

The Applicants have a number of trade marks including PRET and PRET & star logo and these two marks have 

been registered in many countries. In Singapore, they have registered the marks PRET, PRET A MANGER, PRET 

& star logo and star logo in classes 29 and 30. The Applicants say that their mark PRET is short for their other 

mark PRET A MANGER and that it is word in French meaning “ready”. “Pret a Manger” means “Ready to eat” 

in French. 

The Opponents argued that the Applicants’ mark should not be registered as it is confusingly similar to their mark 

under section 8(2)(b), that the registration of the application mark would be contrary to the provisions of section 

8(3) and under the law of passing off under section 8(7) of the Trade Marks Act.  

Held, allowing the application mark to proceed to registration 

 

1. The Opponents’ mark is PRETZ, while the Applicants’ mark is PRET on a star device. Although there 

is some aural similarity in the beginnings of the words, the marks are aurally dissimilar. The Applicants’ 

mark is styalised, namely whereas the Opponents’ mark appears in normal script. As the star device on 

which the word Pret appears in the Applicant’s mark, forms a prominent part of the mark, there is visual 

dissimilarity between both marks. Conceptually, there is also no similarity as the Applicants’ mark will 

have no meaning until the customer is educated of its meaning, whereas the Opponents’ make will have 

some reference to the product, pretzels. Although the goods of the Applicant and the Opponent are 

identical and the kind of customer of the goods will also be the same, there will be no real likelihood of 



confusion among a substantial number of members of public. Therefore, opposition under section 8(2)b 

fails. 

2. The evidence filed is insufficient to establish that the Opponents Pretz mark is a well known mark under 

section 8(3)(i). Furthermore, the marks are not similar under section 8(3)a and there would be no 

confusion under section 8(3)(iii). Therefore, opposition fails under section 8(3).  

3. As it has been found that the marks are not similar and there would be no confusion, there will be no 

misrepresentation under the law of passing off. The opposition under section 8(7) fails. 

 

Provisions of legislations discussed: 
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