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Trade Marks – Opposition to registration – whether the application to register is made in bad faith - Section 7(6) 

of the Trade Marks Act (Cap. 332) 1999 Rev. Ed.  

 

Trade Marks – Opposition to registration – Likelihood of confusion - whether the Application Mark is similar 

to an earlier trade mark and is to be registered for goods or services identical with or similar to those for which 

the earlier trade mark is protected - Sections 8(2) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed. 

  

Trade Marks – Opposition to registration – whether the Applicants use of the application mark would constitute 

passing off - Section 8(4)(a) of the Trade Marks Act (Cap. 332) 1999 Rev. Ed.  [now 8(7)(a) of the Trade Marks 

Act (Cap. 332) 2005 Rev. Ed.] 

 

The Applicants, Stichting Lodestar, filed an application on 22 June 2000 for the mark, “WILD GEESE”, in Class 

32 in  respect of “Beers, mineral and aerated waters and other non-alcoholic drinks, fruit drinks and fruit juices; 

syrups and other preparations for making beverages” and in Class 33 for “Alcoholic beverages (except beer)”.  

The Opponents, Austin Nichols & Co Inc., who own the registration of the mark “WILD TURKEY” in Class 33 

for “alcoholic beverages”  filed an opposition on the grounds that the Applicants’ mark is confusingly similar to 

the Opponents’ mark and the application is therefore objectionable under section 8(2) of the Trade Marks Act 

(Cap. 332, 2005 Rev Ed) (“the Act”). They cited section 8(7)(a) and argued that the registration would be contrary 

to the law of passing off. They also argued that the application was made in bad faith and pleaded section 7(6) of 

the Act. 

The Applicants stated that the inspiration for the selection of the “WILD GEESE” trade mark stemmed from Irish 

folklore. The Applicants are proprietors of this mark in Argentina, Australia, Chile, Germany, Hong Kong, Korea, 

Mexico, Taiwan and Thailand. The Opponents have filed opposition against the Applicant’s marks in Thailand 

and Korea but were unsuccessful. The Applicants have obtained favourable judgment in 3 countries: Finland, 

where no appeal was lodged, Iceland, a favourable final decision on appeal from the decision of first instance and 

Croatia, where no appeal was allowed against the decision. 

The Opponent’s mark, “WILD TURKEY” was first introduced in Singapore around the 1980s. The annual sales 

figures for “WILD TURKEY” since year 1992 to 2001increased from S$34,468-00 to S$227,271-00; as for 

advertising and promotional figures, there was an increase from the year 1992 (S$7,900-00) to year 2001 

(S$145,000-00). The Opponents manufacture a range of full strength bourbon, products containing “WILD 

TURKEY” bourbon and ready to drink products.  These products are used and registered worldwide, and are sold 

to 44 countries with over 736,000 cases sold each year.  

Held, allowing registration, 

 

1. The opposition under section 8(2)(b) failed.  There were two oppositions in this matter, one pertaining to 

Class 33 for “alcoholic beverages (except beer)” and the other to Class 32 for “beers, mineral and aerated 

waters and other non-alcoholic drinks, fruit drinks and fruit juices; syrups and other preparations for 

making beverages”. With respect to the Class 33 application, the Applicants conceded that their Class 33 

goods were identical to the Opponents’ goods (“Alcoholic beverages included in Class 33”) .  For the 

comparison of the item “beer” in the Applicants’ Class 32 to “alcoholic beverages”, applying the 

principles in the British Sugar case, beers are goods of similar description to alcoholic beverages. 

2. Although the marks “WILD TURKEY” and “WILD GEESE contain the common element “WILD”, the 

marks when considered as a whole are not visually similar. Aurally, the words “turkey” and “geese” are 

so dissimilar in sound that even if there were the possibility of the slurring of endings of those words, it 

would not result in the two words sounding the same. 



3. Conceptually the marks are also not similar. The general public in Singapore is not likely to associate 

“geese” and “turkeys” as game birds since the concept of hunting game is a fairly alien concept to the  

average Singaporean. Hence, the use of the combination of “WILD” + “the name of a game bird” in a 

trade mark raises no real risk of confusion that such marks belong to the Opponents. Further, consumers 

who buy alcoholic beverages, whether or not for personal consumption, will be discerning in their 

selection of goods. The price of these goods plays a part in determining how discerning the consumer is 

for the consumer will exercise considerably more care and intelligence when purchasing alcoholic 

beverages as these goods are not cheap consumerables that are bought without much thought.  

4. Under the ground of passing-off, the Opponents provided evidence of 10 years of use of their mark on the 

goods in Singapore from 1992 to 2001, and satisfied that they had established some form of goodwill in 

their business. The Opponents however were not able to prove the other 2 elements of misrepresentation 

and damage and as such, the ground of opposition under Section 8(7) failed. 

5. The Opponents did not show evidence which might have pointed to bad faith or cause there to be a finding 

that there has been any dealings that fell short of the standards of acceptable commercial behaviour 

observed by reasonable and experience men.  The opposition fails under Section 7(6). 

 

Provisions of legislation discussed 

 

▪ Trade Marks Act (Cap. 332) 1999 Rev. Ed. Sections 2(1), 7(6), 8(2) and 8(4)(a) [now 8(7)(a) of the Trade 

Marks Act (Cap. 332) 2005 Rev. Ed.] 
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The Appeal (OS No. 2019/2006/M and OS No. 2018/2006/H) was heard by Belinda Ang J. on 18 April 2007 and 

dismissed with costs. 

 


