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Trade Marks – Opposition to registration – Distinctiveness – whether the Application mark satisfies the
definition of a trade mark under section 2(1) and the requirements under Section 7(1) of the Trade Marks Act
[Cap. 332, 1999 Rev Ed.]
Trade Marks – Opposition to registration – whether the application to register is made in bad faith - Section 7(6)
of the Trade Marks Act [Cap. 332, 1999 Rev Ed.]
Trade Marks – Opposition to registration – Likelihood of confusion - whether the Application Mark is identical
or similar to an earlier trade mark and is to be registered for goods or services identical with or similar to those
for which the earlier trade mark is protected - Sections 8(1) and 8(2) of the Trade Marks Act [Cap. 332, 1999 Rev
Ed.]
Trade Marks – Opposition to registration – whether the Applicants use of the application mark would constitute
passing off - Section 8(4)(a) of the Trade Marks Act [Cap. 332, 1999 Rev Ed.]
The Applicants, Trend Promoters (Malaysia) Sdn Bhd, filed an application on 10 August 1999 for the mark,
“Paolo Simmons with a device”, in Class 24 for “bed clothes, bed covers, bed linen (except clothing), bed spreads,
calico, calico cloth (printed), diapered linen, face towels of textiles, furniture coverings of plastic, covers fo r
furniture (loose), handkerchiefs of textiles, knitted fabric, linen cloth, lingerie fabrics, mattress covers, non-woven
textile fabrics, printer’s blankets of textiles, pillowcases, table cloths (not of paper), table linen (textiles), table
mats (not of paper), table napkins of textiles, tapestry (wall hangings) of textiles, all included in class 24”. The
Opponents, Simmons Company, an American company or their Singapore subsidiary own registrations of marks
which comprise or contain the word Simmons, for goods in Class 20 or 24 in Singapore. The Opponents filed an
opposition on the grounds that the marks are identical, confusingly similar, or well known and that the application
is therefore objectionable under section 8(1), 8(2) and 8(3) of the Trade Marks Act (Cap. 332, 1999 Rev Ed) (“the
Act”). They also cited sections 7(5) and 8(4)(a) and argued that the registration would be contrary to the law of
passing off. They also argued that the application was made in bad faith and pleaded section 7(6) of the Act. The
Opponents also argued that the Applicants mark did not satisfy the definition of trade mark under section 7(1)(a)
of the Act.
Held, disallowing registration,
1.

2.

The plea under Section 8(1) fails. The Opponents argued that the Applicants mark is identical to their
prior registered marks as the prominent word in both marks is the word Simmons. Their submission on
whether the goods were similar was simply that the goods are similar, if not identical. The decision in SA
Societe LTJ Diffusion case was approved and hence, under Section 8(1) of the Act, the requirement of
identicality of marks should be interpreted strictly. A strict interpretation is appropriate for a consideration
under section 8(1) as the identicality of marks and identicality of goods leads to a presumption of
confusion and therefore the Opponents need not prove that there would be likelihood of confusion to
succeed in opposing the mark. The Opponents mark which is registered in class 24, “Simmons Gallery
Picture the Possibilities in Bed” on a device of a head board and the Applicants mark which is Paolo
Simmons with a device, are not identical and they do not contain differences so insignificant that they
may go unnoticed by an average consumer.
The plea under section 8(2)(b) succeeds. For the comparison of marks under this section, the Registrar
took into account the Opponents marks that are registered in both Classes 24 and 20. With regard to Class
24, the Opponents mark comprises a device of a headboard with the words Simmons and the word Gallery
below the word Simmons, and with the tag line Picture the Possibilities in Bed below both words. It has
been registered in respect of “bed linen, bed spreads, bed covers and pillow cases”. These goods are
identical with some of the Applicants goods and the remainder goods are similar to the remainder of the

3.

4.

5.

6.

Applicants goods. The distinctive and dominant component of both the Opponents mark and Applicants
mark is the word Simmons. In terms of visual comparison, the marks look different except for the word
Simmons. This is mainly because the words in the Opponents mark are set on a back drop of the head
board and because of the additional elements in both marks. However, marks are not only remembered
visually they are also remembered aurally and conceptually. The average consumer would not have the
two marks side by side to make a detailed comparison. Instead, he would have a picture or a memory of
the Opponents mark in his mind, and the question is whether, when he sees the Applicants mark would he
be confused, or is there a likelihood that a substantial number of average consumers would be confused.
Since the dominant and distinctive part of both marks is the word Simmons, when an average consumer
remembers the Opponents mark it is likely to be the word Simmons that he remembers. When he sees the
Applicants mark too, the part of the mark that will strike him first is also the word Simmons as Paolo is
quite illegible. Therefore although visually there may be differences between the marks, aurally and
conceptually the marks are similar. A substantial number of average consumers who are reasonably well
informed, observant and circumspect, is likely to wonder whether the Applicants goods originated from
the Opponents.
With regard to Class 20, the Opponents’ goods and the Applicants goods are similar. If the Applicants
mark Paolo Simmons with the device of a dot and a wavy line is compared with the Opponents registered
word mark Simmons, the whole of the prior registered mark, namely the word Simmons, is incorporated
into the Applicants mark, albeit with other additional elements like the word Paolo and the device of a dot
and a wavy line. However this does not detract from the fact that these marks are similar visually, aurally
and conceptually. Therefore the marks are confusingly similar. Therefore the opposition under section
8(2)(b) based on the earlier registration of the Opponents mark in class 20 for the word Simmons succeeds.
The plea based on the tort of passing off under section 8(4)(a) fails The Opponents argued that their mark
satisfies the elements of passing off namely reputation, misrepresentation and damage. They said that they
had goodwill in their marks and that use of the Applicants mark would mislead members of the public
into thinking that there was a connection between the Applicants and the Opponents goods. They also
argued that they would suffer damage as they would lose the exclusive right to use the Simmons mark.
On the facts, it was found that the Opponents have a reputation and good will in the business of selling
mattresses and bed linen under the mark Simmons in Singapore since at least 1995. The element of
misrepresentation requires more than just a likelihood of confusion in the sense understood under trade
marks law. While the Registrar was certain that a substantial number of the average consumers are going
to be confused between the Applicants mark and the Opponents mark, she was not convinced that a
substantial number of consumers are going to be misled into purchasing the Applicants’ goods in the belief
that they are the Opponents’ goods. The Opponents have not discharged their burden of proving that a
substantial number of average consumers are likely to be deceived. It is not possibl e to establish the
ingredient of misrepresentation by merely submitting that the public would be misled. On the facts, there
was also insufficient evidence of damage as there are no declining sales figures that the Opponents may
complain of, although the Applicants seem to have been using their mark since 1986 in Singapore on
mattresses.
The plea under Section 7(1) fails as the question of distinctiveness under this section is to be determined
by reference to the mark under consideration only and not by comparing the mark with other marks. It is
only under section 8 that such relative grounds for refusal may be considered. Since the Applicants’ mark
is capable of distinguishing their goods, the opposition under section 7(1) fails.
The plea of bad faith under Section 7(6) failed as there was insufficient evidence on the facts to make an
inference of bad faith.
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