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Trade Marks – Opposition to registration – Distinctiveness – whether the Application Mark satisfies Section 7(1)
of the Trade Marks Act 1998 [Cap. 332]
Trade Marks – Opposition to registration – whether the Application Mark is contrary to public policy or morality
or is of such a nature as to deceive the public - Section 7(4) of the Trade Marks Act 1998 [Cap. 332]
Trade Marks – Opposition to registration – whether the application to register is made in bad faith - Section 7(6)
of the Trade Marks Act 1998 [Cap. 332]
Trade Marks – Opposition to registration – whether the Applicant’s use of the Application Mark would constitute
passing off - Section 8(4)(a) of the Trade Marks Act 1998 [Cap. 332]
Trade Marks – Opposition to registration – whether the use of the Application Mark is liable to be prevented by
virtue of the law of copyright - Section 8(4)(b) of the Trade Marks Act 1998 [Cap. 332]
The Applicants filed Trade Mark Application No. T0216533H “Nippon Diesel (& logo)” on 23 October 2002 in
respect of “Internal combustion engine assemblies and parts for land vehicles” in Class 12. The Applicants were
incorporated in 1995 and are a manufacturer and supplier of diesel automotive parts. The Opponents were
incorporated in 1994 and supply vehicle parts and accessories in Singapore under the brand name “Nippon Diesel”
and, at times, under their logo comprising a triangle representing the letter “N” and a stylistically extended letter
“D”.
The Opponents argued that the Application Mark did not satisfy Section 7(1) of the Trade Marks Act since they
used their mark in Singapore before the Applicants. It was also argued that registration of the Application Mark
contravenes Section 7(4) of the Act since it would unfairly prejudice the Opponents in their lawful trade and
therefore would not be in the interest of the public and trade. It was further argued that the Applicants made this
application in bad faith and therefore registration is prohibited under Section 7(6).
Further, the Opponents contended that the Applicants are passing off their goods as the Opponents’ and such use
contravenes Section 8(4)(a). Finally, the Opponents claimed that the Applicants infringed the Opponents’
copyright and therefore registration should not be allowed under Section 8(4)(b) of the Act.
Held, disallowing registration of the Application Mark
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The question of distinctiveness of a trade mark under Section 7(1) is to be determined by reference only
to the mark under consideration and not by comparing it with other marks. The Application Mark is
capable of distinguishing the Applicants’ goods and therefore the opposition under this section fails.
Likewise, Section 7(4) is also to be determined by reference to the mark under consideration only and not
by comparing it with other marks. In particular, this ground cannot be made out on the basis that the
Opponents’ trade would be affected. The Application Mark is not against public order or morality nor is
it of such a nature as to deceive the public as to the nature, quality or geographical origin of the goods.
The opposition under this section therefore fails.
The Opponents first used the words “Nippon Diesel” and the logo in 1995 and 1994 respectively, before
the Applicants did so in 1998. There is evidence that the Applicants knew about the Opponents’ logo as
their Managing Director had dealt personally with the Opponents about the engraving of the logo on the
Opponents’ goods in 1994, before he set up the Applicant company in 1995. Yet, the Applicants’
Managing Director denied ever having seen the Opponents’ logo as well as other ancillary facts. When
confronted with the Opponents’ documentary evidence, the Applicants’ Managing Director did not
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explain in further evidence why he made the flat denials. The Applicants’ account of how the Application
Mark was created was not convincing as there were amazing coincidences in the words, logos and colours
of the respective marks. Further, the Applicants’ account would have the Registrar believe that the
designer of the Application Mark, who runs a corporation himself, would simply allow the Applicants to
use the name of his business and the logo he designed as a trade mark for the Applicants’ goods. Overall,
the marks are so similar (with similar logos and identical words) and the surrounding facts are such that
the inference can reasonably be drawn that the Applicants’ application is made in bad faith. The opposition
therefore succeeds under Section 7(6).
The opposition fails under Section 8(4)(a) as the evidence as to reputation is not substantial and there is
no evidence as to damage, although the element of misrepresentation may be made out in the Opponents’
allegation of passing off.
As the Opponents did not substantially argue ownership of copyright in a literary or artistic work nor
provide sufficient proof of substantial copying of the literary or artistic work, the ground of opposition
under Section 8(4)(b) fails.
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