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Trade Marks – Opposition to registration – whether the application mark is distinctive of the Applicants and is
not capable of distinguishing the Applicants’ goods by reason of extensive use of the Opponents’ marks - Section
2(1) and 7(1) of the Trade Marks Act 1998 [Cap. 332]
Trade Marks – Opposition to registration – whether the application to register is made in bad faith - Section 7(6)
of the Trade Marks Act 1998 [Cap. 332]
Trade Marks – Opposition to registration – Likelihood of confusion - whether the Application Mark is similar
to an earlier trade mark and is to be registered for goods or services identical with or similar to those for which
the earlier trade mark is protected – Section 8(2)(b) of the Trade Marks Act 1998 [Cap. 332]
Trade Marks – Opposition to registration – whether the application mark is similar to an earlier trade mark and
is to be registered for goods or services which are dissimilar to those for which the earlier trade mark is protected
- Section 8(3) of the Trade Marks Act 1998 [Cap. 332]
Trade Marks – Opposition to registration – whether the Applicant’s use of the Application Mark would constitute
passing off - Section 8(4)(a) of the Trade Marks Act 1998 [Cap. 332]
The Applicants Goldlion Enterprises (S) Pte Ltd, filed the application for a series of 3 marks on the 16 November
2000, for the mark “JEAN MERCIER” 14 in respect of “Watches; clocks; tie clips; tie pins; buckles of precious
metals; keychains; cufflinks; jewellery and costume jewellery; all included in Class 14 ”. The application was
accepted for registration and advertised on 1 February 2002 for opposition.
The Opponents Baume & Mercier SA, lodged a Notice of Opposition against the trade mark application on the
31 May 2002. The Opponents are the registered proprietor of the mark “BAUME & MERCIER” marks in Class
14 in 174 countries and these marks have also been registered in Arabic, Cyrillic, Japanese and Korean characters.
The Opponents opposed the Mark on the basis that it does not fall within the definition of a trade mark under
Section 7(1)(a) of the Trade Marks Act as it is a the Applicants’ mark is not distinctive of the Applicants and is
not capable of distinguishing the goods of the Opponents by reason of extensive use of the Opponents’ marks.
The Applicants’ mark having adopted one of the key essential features of the Opponents’ marks (“MERCIER”)
is similar to the Opponents’ marks and given that the Applicants’ mark is to be registered for goods that are
identical or similar to the goods covered by the Opponents’ marks in class 14, there exists a likelihood of confusion
on the part of the public.
The Opponents’ claim that their marks are well-known marks in Singapore and the use of the Applicants’ mark
on the goods for which the application mark is sought to be registered will indicate a connection between those
goods and the Opponents. There will exist a likelihood of confusion on the part of the public as a result of such
use and the interests of the Opponents are likely to be damaged by such use. This would be in contravention of
section 8(3) of the Act. The Applicants’ mark being visually and phonetically identical or confusingly similar to
the Opponents’ marks, and in view of the substantial goodwill and reputation acquired by the Opponents in their
marks, the use or proposed use of the Applicants’ mark in respect of the goods applied for is likely to deceive
and/or cause confusion and/or lead the Applicants’ goods being passed off as or mistaken as goods originating
from the Opponents and be injurious to the goodwill and proprietary rights of the Opponents.
The Opponents also claim that the Applicants in choosing to register the mark “JEAN MERCIER” are seeking to
take advantage of the Opponents’ earlier rights and reputation in the Opponents’ marks incorporating the word
“MERCIER” and therefore the Applicants’ mark was not chosen in good faith.
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Section 7(1) does not require a finding that there is confusing similarity between one mark with another.
The key issue under section 7(1) is distinctiveness. The Applicants’ “JEAN MERCIER” mark is not a
mark that lacks distinctiveness, devoid of distinctive character; and is not descriptive of the goods of the
application. It is a sign capable of being represented graphically and capable of distinguishing the goods
dealt with in the course of the Applicants’ trade from the goods dealt with by the any other person. The
ground of opposition under Section 7(1) failed.
The ground of opposition under Section 7(6) failed as it was not conclusive from the evidence or the
submissions that there was bad faith by the Applicants. The assertions by the Opponents that there is bad
faith by the Applicants when making the application for the “JEAN MERCIER” mark are not supported
by any evidence of direct copying by the Applicants or by evidence of fraudulent or dishonest dealings.
The Opponents’ submission that the Applicants had known of their mark and were seeking to take
advantage of the Opponents’ reputation is but an inference that there is bad faith but which is unsupported
by any evidence. An allegation of bad faith “… should not be made unless it can be full y and properly
pleaded and should not be upheld unless it is distinctly proved and this will rarely be possible by a process
of inference.”
Although upon examination the wording of the specification of goods of the Opponents’ registrations
and of the Applicants’ application the goods appear to be identical goods, the decision whether goods
are identical or similar entails more than a mere comparison of the specifications of goods. Considering
the factors such as the trade and marketing channels, the pricing of the goods and the consideration that
the “average consumer, who is considered to be reasonably well informed and reasonably observant and
circumspect”, the goods are at best similar goods.
The marks are different visually, aurally and conceptually. The Opponents’ mark “BAUME &
MERCIER” are 2 words separated by an ampersand, giving the impression of a mark comprised of either
2 names or 2 separate words. The Applicants’ mark is one of a proper name, a surname (“MERCIER”)
preceded by a forename (“JEAN”). The ampersand appearing in the Opponents’ mark is enunciated as
“and”; hence the Opponents’ mark read as “Baume and Mercier” is aurally different from the Applicants’
mark which is enunciated as “Jean Mercier”. From the Opponents’ evidence, the mark is consistently
used in the form which comprises the word “BAUME” together with the ampersand sign (“&”), the word
“MERCIER”. When affixed onto the goods, besides the words “BAUME & MERCIER”, the word
“GENEVE” and the device of a Greek letter “phi” ( ) always appear collectively on the face of the
watches. The average consumers are well informed and circumspect enough not be confused. Although
the goods are similar goods, the marks are not similar and that there does not arise any likelihood of
confusion between the Opponents and the Applicants marks. The ground of opposition under Section
8(2)(b) fails.
As the goods are similar goods to the Opponents’ goods and the marks not identical or similar so as to
cause confusion or deception in the market, the ground of opposition under section 8(3) of the Act will
not avail to the Opponents and it is not necessary to make a finding whether the mark is well -known
under the section.
The Opponents’ evidence established substantial use and goodwill in the sale of luxury watches bearing
the composite mark “BAUME & MERCIER” with the device of the Greek letter “Phi” ( ) and the word
“GENEVE”. There is no evidence however submitted to show use of the word “MERCIER”
independently of the word “BAUME”, the ampersand and the Greek letter “Phi” ( ) as a trade mark. The
Opponents cannot claim to have goodwill and reputation in the word “MERCIER” alone.
As the Opponents’ and the Applicants’ marks are not similar and there is no likelihood of confusion
arising from the use of their marks in a normal way as a trade mark for their respective goods; the first
element of passing off that is deception or confusion arising out of goodwill and reputation in their mark
is not proven. The elements of misrepresentation and injury to the Opponents’ reputation will not need
to be examined. As the elements of reputation, misrepresentation and damage required for an action for
passing off were not made out, the ground of opposition under Section 8(4)(a) fails.
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[The appeal from this decision to the High Court has been dismissed]

