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Trade Marks – Opposition to registration – whether the Applicants had a bona fide claim to proprietorship of the 

application mark - whether the similarity between the application mark and the Opponents’ mark alone would 

give rise to an inference of misappropriation - Section 12(1) of the Trade Marks Act (Cap. 332, 1992 Rev. Ed.)  

 

Trade Marks – Opposition to registration – whether there was a reputation in the Opponents’ mark - whether 

registration of the application mark would cause confusion or deception as to the origin of the goods - Section 15 

of the Trade Marks Act (Cap. 332, 1992 Rev. Ed.)  

 

Trade Marks – Opposition to registration – whether the application mark was identical to or nearly resembles 

the Opponents’ registered trade mark - Section 23 of the Trade Marks Act (Cap. 332, 1992 Rev. Ed.) 

 

Trade Marks – Opposition to registration – whether there was honest concurrent use - Section 25 of the Trade 

Marks Act (Cap. 332, 1992 Rev. Ed.) 

 

The Applicants are a Singapore company who had applied for registration of a “W” logo mark in class 9 for a 

wide specification of goods. They restricted their specification of goods during the proceedings. The Opponents 

are an American corporation which owned 2 registered marks for a W logo, since 1976 and 1991, for goods in 

classes 9 and 41, respectively. The goods of interest to them were films, sound and video recordings and media 

in the form of discs and tapes in class 9. The use of the Opponents’ mark showed that they had a reputation in the 

business of selling music compact discs under their W logo mark since 1990 in Singapore. The Opponents 

contended that the outrageous similarity between their mark and the application mark was sufficient to give rise 

to a reasonable inference of copying and bad faith on the Applicants part. The Opponents also contended that 

because of their reputation, there would be a strong likelihood of confusion and deception if the application mark 

was allowed registration under section 15 and that there would also be confusion under Section 23.  

  

The Applicants argued that their mark was independently created and that unless the marks are substantially 

identical or identical, there could not be a finding that there was copying or misappropriation. The Applicants 

contended that, on a comparison of the marks, there would not be a real, tangible danger of confusion or deception 

under section 15 or section 23. The Applicants also argued that the application mark had been used concurrently 

with the Opponents’ mark in Singapore for a period of more than 15 years  prior to the date of application.  

 

Held, allowing the application mark to proceed to registration: 

 
1. The Opposition under Section 12 failed. The marks were found to be similar but they were no so similar 

that the only inference was that the Applicants copied the Opponents’ mark. The types of cases where 

misappropriation had actually been proven were cases where the marks are identical or almost identical. 

Misappropriation is also inferred from the facts which disclose how the applicant derived the mark and 

other circumstances which indicate bad faith. Both marks were stylisations of the letter W, which is the 

first letter of the company names of both the Applicants and Opponents. The evidence of the Applicants 

that the mark was independently conceived was accepted. The Opponents had not disproved the 
Applicants bona fide claim of proprietorship. 

2. The opposition under section 15 succeeded. The Opponents were found to have had a reputation in the 

business of selling music CDs under their W logo mark since 1990 in Singapore. The Opponents’ mark 

and the Applicants’ mark were found to be visually similar. Whether the Registrar took into account the 

Applicants’ original specification of goods or the amended specification of goods, there was an overlap 

in the Applicants’ specification of goods and the goods of interest to the Opponents’. Therefore the goods 

were also similar. The Applicants had not discharged their burden of proof that the registration of their 



mark would not lead to confusion or deception under section 15. The opposition under Section 23 

succeeded for similar reasons. 

3. The Opponents had used their W logo worldwide since 1972 and the Applicants had used their W logo 

mark since 1979. There is clear evidence that there has been honest concurrent use of the Applicants’ 

mark in Singapore for about 9 years. There is a clear divergence between the Opponents’ business and 

the Applicants’ business although there is an overlap in the specification of goods. The degree of 

confusion that would result is such that the public would not be greatly inconvenienced. There is also no 

evidence of actual confusion. Therefore it was found that although there will be confusion under section 

15 and 23, in view of the honest concurrent use of the Applicants’ mark, the application mark may 

proceed to registration under section 25. 
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