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Trade Marks – Application for Rectification – Likelihood of Confusion – whether goods are of the same 

description – sections 15 and 23 of the Trade Marks Act (Cap 332, 1992 Rev. Ed.)  

 

The Applicants for rectification, Roussel Uclaf, owned a registered Trade Mark No. 65978 TOPIFRAM, 

registered since 1975, in class 5, for “a medical dermatological preparation for topical use”. They applied for 

Trade Mark No. 511/89 TOPIFRAM, registered since 1989 in the name of Topifram Laboratories, Inc, in class 3, 

for “Preparations for the hair, shampoos, depilatory preparations, soaps, cosmetics, preparations for use in waving 

the hair, perfumes, toilet preparations and skin cream for care of skin, all being non-medicated” to be expunged 

from the Register. The Applicants’ grounds were that the Respondents’ mark was confusingly similar to their 

mark TOPIFRAM under sections 15 and 23, that the Respondents were not the lawful proprietors of the mark 

under section 12 and that the Respondents were infringing the Applicants’ prior registered mark under section 45 

of the Trade Marks Act. The Respondents did not file any evidence after filing the Counter Statement and did not 

attend the hearing. 

 

Held, allowing the application for rectification of the register, 

 

1. The Registrar found that the marks were the same and that although the goods were in different classes, 

class 3 and class 5, they were both skin creams, one for medicated use and the other for non-medicated 

use. The Registrar followed the BENSYL TM case and found that whether the goods were in the same 

class or in different classes did not determine whether they were of the same description. The Registrar 

also followed the Harker Stagg case and found that when pharmaceutical goods were involved, the 

danger of confusion is something the public should be protected from. It was found that there was a 

likelihood of confusion under sections 15 and 23.  

2. The Registrar found that a key ingredient to a successful opposition under section 12 is a misappropriation 

of the mark by the applicant following the Tiffany & Co case. It was found that there was insufficient 

evidence that the Respondents misappropriated the mark from the Applicants. The application for 

rectification failed on this ground. 

3. It was found that if the Respondents’ mark had not been registered, it would constitute infringement of 

the applicants mark. However as the Respondents’ mark was registered, the application for rectification 

under section 45 failed. 

4. Registered Trade Mark No. 511 of 1989 was expunged from the Register with effect from 17 June 2004.  
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