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Trade Marks — Opposition to registration — whether the opponents had a reputation — whether registration of the
application mark would cause confusion or deception - section 15 of the Trade Marks Act [Cap. 332, 1992 Ed]

Trade Marks — Opposition to registration - whether the Application Mark is similar to an earlier registered trade
mark - Section 23 of the Trade Marks Act [Cap. 332, 1992 Ed]

The Applicants, PT BOGAMULIA NAGADI, applied on 4th February 1998 for the registration of the word
“TEMPOVATE” in Class 5 of the International Classification of Goods in respect of “pharmaceutical
preparations”. The Opponents, Glaxo Group Limited, lodged a Notice of Opposition against the trade mark
application on 4th October 2000. The Opponents are the registered proprietors of the trademarks BETNOVATE,
DERMOVATE, EUMOVATE and OTOVATE in class 5, and have promoted and used the mark extensively in
Singapore and in many other countries for many years.

The Opponents contended that the registration of the TEMPOVATE mark would be contrary to sections 10, 12(1),
15 and 23 of the Act. The Opponents argued that the use of the Applicants’ mark TEMPOVATE which nearly
resembles Opponents’ registered marks on goods identical or of the same description as the goods of the
registrations is likely to deceive or cause confusion in the minds of consumers or lead to the belief that there is
some connection and/or association between the Applicants’ and the Opponents’ goods when no such connection
and/or association exists.

The Opponents also contended that by reason of the use of their registered marks, the Applicants’ mark is not
distinctive or capable of distinguishing the goods of the Applicants and by reason of the use and reputation
established by the Opponents in the suffix “OVATE”, the Applicants cannot claim bona fide to be the proprietor
of the mark TEMPOVATE.

Held, disallowing registration

1. The fundamental question relating to the suffix “OVATE” is whether the Opponents’ claim that the suffix
“OVATE” is so well-known to the trade and public in Singapore and has become distinctive of the
Opponents in respect of pharmaceutical preparations. Aside from just the similarity of the suffix
“OVATE”, the wider issue is whether the marks TEMPOVATE, BETNOVATE, DERMOVATE and
EUMOVATE compared as wholes are similar visually, phonetically and conceptually such that there
will be a likelihood of deception or confusion amongst a substantial number of consumers.

2. On visual and aural comparisons of the Applicants’ mark TEMPOVATE and the Opponents’ marks
BETNOVATE, DERMOVATE and EUMOVATE, the marks are dissimilar. However, determination of
the likelihood of confusion or deception is a more complex exercise and the visual and aural comparison
of marks are never done in vacuo without considering all the circumstances.

3. The Opponents’ marks have been in use since 1987, i.e. 11 years as at the date of the Applicants’ mark
and have goodwill by virtue of long use. The suffix “OVATE” or “VATE” which appears in their marks
BETNOVATE, DERMOVATE and EUMOVATE do not have any association with a particular drug or
is not part of the generic name of a drug. The suffixes “OVATE” or “VATE” are clearly invented for
they do not link the products with any particular drug or chemical. The products with names ending with
“OVATE” also do not have any association with a particular egg-shape to which the meaning of
“OVATE?” refers. By the Opponents’ long use in the market, consumers will be aware of the Opponents’
marks and will associate the use of marks ending with “OVATE” or “VATE” with the Opponents.



4. There is therefore a real and tangible risk of deception or confusion among a substantial number of
persons if the Applicants’ mark is allowed to proceed to registration. The Opponents therefore succeed
under sections 15 and 23.
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