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Trade Marks – Opposition to registration – Likelihood of deception or confusion – whether there was a reputation
in the Opponents’ mark – Section 15 of the Trade Marks Act (Cap 332, 1992 Rev. Ed.)
Trades Marks – Opposition to registration – whether the Application Mark nearly resembles the Opponents’
registered Trade Marks – section 23
Trades Marks – Opposition to registration – Proprietorship of the mark – whether the Applicants are the rightful
proprietors of the Application Mark – section 12
Trade Marks – Opposition to registration – Distinctiveness – whether the Application Mark is capable of
distinguishing – section 11
On 1 June 1994, the Applicants, ITC Limited, an Indian company, applied for the registration of a series of two
marks which comprised a heraldic device, a pyramid device, the letters “C” and “ITC”, the word Classic, all
contained within a rectangular box device with a double frame with other descriptive words. The application was
for manufactured tobacco goods in class 34. When the mark was examined, the Applicants were directed to delete
the descriptive words but the Applicants also deleted the word ‘Classic’ and the letter ‘C’ from the marks by
mistake. The remaining mark which was advertised and opposed, comprised the heraldic device, the pyramid
device and the letters ‘ITC’. The Opponents, Dunhill Tobacco of London Limited, own a number of registered
DUNHILL trade marks for tobacco products in Singapore and other countries. The Opponents argued that the
Applicants’ mark is likely to cause confusion or deception under section 15 and that the Applicants’ mark nearly
resembles the Opponents’ registered marks under section 23 as the Applicants intend to use the mark in the same
colours as the Opponents’ marks, that the Applicants were not the bona fide proprietors of the Applicants’ mark
under section 12 and that the Applicants’ mark is not distinctive under sections 10 and 11.
Held, dismissing the Opposition with conditions and disclaime rs imposed on registration,
1.

2.

3.

The Registrar was satisfied that the Opponents have a reputation in the business of selling cigarettes under
a mark which comprised the word Dunhill, a heraldic device and a burgundy and gold colour scheme.
Phonetically and visually, the Application Mark and the Opponents’ Mark were found to be different in a
number of ways. Visually, their respective heraldic devices were noticeably different in design and the
degree of elaboration. Phonetically, the letters ‘ITC’ were very different from the word ‘Dunhill’.
However, it was found that if the application mark is used in burgundy/red/maroon and gold, there is a
likelihood of confusion. The Registrar found that there was insufficient evidence to establish that the said
colour scheme is common in the cigarette industry as argued by the Applicants. The opposition under
section 15 failed except that the use of the Applicants’ mark in Burgundy/maroon/red and gold would lead
to confusion. Therefore a condition was imposed on the registration that the mark should not be used in
burgundy/red/maroon and gold.
The opposition under section 23(1) also failed for the same reasons except that confusion or deception is
likely if the application mark is used in burgundy/red/maroon and gold. Thus the Applicants’ mark could
proceed to registration on condition that the mark shall not be used in the colours red/burgundy/maroon
and gold.
Given the various differences between the 2 marks, the Registrar was not convinced that the Application
Mark created a total impression of similarity with the Opponents’ Trade Marks. Even if the Application
Mark is used in burgundy/red/maroon and gold and a similarity is established, that alone is insufficient
evidence to establish that the Applicants have acted in bad faith. The opposition under section 12(1) failed.

4.

The Registrar found that the Application Mark was distinctive and the opposition under sections 10 and
11 failed. However it was clear from the evidence that the mark is intended to be used with the word
‘Classic’ and that this word and the letter ‘C’ were deleted from the mark by mistake. Therefore it was
directed by the Registrar that the Application Mark be amended to include the word “Classic” and the
letter “C”, but a disclaimer will be imposed over the word ‘Classic’.
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NB: The appeal from this decision to the High Court was dismissed.

