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Trade Marks – Opposition to registration – Distinctiveness – whether the Application mark satisfies the
requirement of distinctiveness under Section 11 of the Trade Marks Act [Cap. 332, 1992 Ed]
Trade Marks – Opposition to registration – whether the opponents had a reputation – whether registration of the
application mark would cause confusion or deception - section 15 of the Trade Marks Act [Cap. 332, 1992 Ed]
Trade Marks – Opposition to registration - whether the Application Mark is similar to an earlier registered trade
mark - Section 23 of the Trade Marks Act [Cap. 332, 1992 Ed]
Trade Marks – Opposition to registration – whether there was honest concurrent use of the Application mark
under section 25 of the Trade Marks Act [Cap. 332, 1992 Ed]
The Applicants, National Australia Trustees Limited, applied for a trade mark which comprised a device of a
dolphin leaping over waves with the words SEA WORLD below the device, in class 39 for “travel services in the
nature of providing information to travellers and vouchers for tours abroad inclusive of entry into amusement
parks”. The Opponents, SEA WORLD INC, an American corporation, had been using a number of marks
comrpising the words, “SEA WORLD” alone, and / or with a device of a whale. These marks were registered in
several classes including Class 41 in the United States and in Singapore. The Opponents opposed the registration
on the basis that the Applicants’ mark is not distinctive under section 11, that the mark is likely to deceive or
cause confusion under section 15, and that the mark nearly resembles the Opponents’ registered trade mark under
section 23. The Applicants argued that their mark was distinctive and that there would be no deception or
confusion. They also pleaded that they had honestly and concurrently used their mark under section 25.
Held, allowing the application mark to proceed to registration
▪

The Opponents have established that they have an international reputation in the business of providing
amusement park services under the mark Sea World and the whale device before 1996. Singaporeans would
have knowledge, cognisance and awareness of this international reputation, as about 60,000 Singaporeans have
visited the Opponent’s theme parks in the US between the period 1994 – 2002, and this works out to about
15,000 Singaporeans who would have visited the Opponents’ theme parks in the US before the date of
application, 1996. Although these visitor numbers are only available from the year 1994, the fact that the
Opponents have been operating as Sea World since 1964 and that they have been using the words Sea World
with the whale device since 1980 cannot be ignored.

▪

It was found that visually and aurally the marks are similar; the services of providing information and vouchers
for entry into amusement parks and amusement park services are related; and that the kind of customer who
seeks these services are also the same type of customers, as they are essentially tourists. However, there are
circumstances in this case which will not lead to confusion or deception. The tourist who goes to the Australian
amusement park may know that there are marine parks in the US called Sea World. He may wonder whether
they are connected in any way but it is unlikely that he would connect the two as originating from the same
source. There is no real danger of confusion because the Opponents’ marks which comprise the words sea and
world and a device of a whale leaping over waves, are descriptive. Descriptive words can become distinctive
trade marks through use, and/or when stylised and joined together with other elements but the average person
would still be influenced by the descriptive elements in the mark. It is the descriptiveness of the mark which
will not lead a substantial number of persons to wonder whether the Australian amusement park is connected
to the American amusement park. Confusion for the purposes of sections 15 and 23 was not established.

▪

Although the Hearing Officer was not satisfied with the lack of explanation on the Applicants’ part about when
they commenced use of the mark which forms the subject of this application, and why they changed the design
of their mark from the earlier mark (which was registered in Australia in 1990) to the later design, that
dissatisfaction with the lack of explanation cannot form the basis of a finding that therefore their use was not
honest. While taking into account the lack of evidence, the Hearing Officer also took into account that the
elements of the mark, the words “sea” and “world”, and the whale device leaping over waves, are not so
distinctive that if anyone else used similar features, he must have copied them from the Opponents. On the
facts, there is insufficient evidence to make a finding that the concurrent use was not honest.

▪

It was found that it was not likely that the Applicants’ mark and the Opponents’ mark will be confused by a
substantial number of persons for the reasons given. However, even if the marks are confusingly similar, the
Hearing Officer found that there was honest concurrent use. Therefore the application succeeded under section
25 in the alternative.

▪

The application mark is capable of distinguishing the Applicants’ services. Therefore, the opposition under
section 11 failed.
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