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Trade Marks — Applications for invalidation — whether the Applicant’s use of the
Application Mark would constitute passing off - Section 8(4) read with section 23 of the
Trade Marks Act [Cap. 332] 1999 Rev. Ed.

On 9 March 2007, the Applicants, Raffles Fine Arts Auctioneers Pte Ltd, filed their
Applications for Declaration of Invalidity for two registered trademarks in the name of
Raffles Corporate Consultants Pte Ltd, the Registered Proprietors, viz T03/06306G and
T03/06307E in class 35 and class 36 respectively (“the Raffles Marks™). These marks
comprise the sole word “Raffles” in plain capital font respectively. The certificates for
registration for the Raffles Marks were issued on 14 December 2004 and 6 October 2003
respectively. The Applicants filed applications for declaration of invalidity on the basis
that they had earlier rights via unregistered marks “Raffles” and “Raffles Fine Arts”
(“Unregistered Marks”) used in relation to business consultancy and financial solutions
(“Services”) such that the Raffles Marks would amount to passing off ie Section 23(3)
read with Section 8(4) of the Trade Marks Act (Cap 332, 1999 Rev Ed) renumbered as
Sections 8(7) of Trade Marks Act (Cap 332, 2005 Rev Ed) (“Act”). The Registered
Proprietors on the other hand raised Section 24 as a defence, on the basis that the Raffles
Marks had been in use since 1996 without any objections from the Applicants.

The Applicants were registered as at 13 November 1992 with the then Accounting &
Corporate Regulatory Authority. Consistent with the description of the Applicants’
activities in the ACRA Instant Information, from the evidence lodged, it can be fairly
concluded that the Applicants are reputable in the arts field which includes art auction



sale services. However it is also the Applicants’ case that they also provide the Services
from the very beginning since its formation.

It was deposed by Registered Proprietors that the Registered Proprietors and the
companies and businesses within its group have all used the Raffles Marks since 5
September 1996 in relation to the services which they render, which include financial
consultancy, secretarial services, book-keeping services and business management
consultancy.

Held, disallowing the applications for declaration of invalidity:

1.

In relation to the element of goodwill, firstly, the mark which is distinctive of
the Services is “Raffles Fine Arts Auctioneers” and not “Raffles” per se.
Secondly, taking into account of the relevant date, there are only a total of
thirty transactions with a total billing in the amount of approximately SGD
165,000.00 in an eight year period. In relation to promotion of the Services,
there are three posters which are relevant. The Applicants claimed that
posters are re-used for publicity. However, aside from statements made by the
Applicants in their statutory declarations, there is no other evidence to
substantiate this fact. Taking into account the sales volume and the promotion
of the Unregistered Marks, the Registrar is of the view that there is
insufficient goodwill for the purposes of an action for passing off.

The element of misrepresentation is also not made out. The two marks (the
Unregistered Marks and the Registered Marks) are different and cannot be
said to be similar. There is also one reason which is peculiar in this instance.
The word “Raffles” is commonly used in trade in Singapore. The public,
being accustomed to names incorporating “Raffles” are likely to be more
discerning of marks consisting of the word “Raffles”. Thus the likelihood of
confusion would be very remote.

As the first and second elements for the action for passing off are not made
out, it is not necessary to consider if damage is made out in this instance.
Thus the applications for declaration of invalidity fail under Section 8(7) read
with Section 23.

In relation to Section 24 it is clear from the words of the provision that it is
acquiescence (for a period of 5 years) of use in the course of trade of a
registered trade mark. A natural and plain reading of the provision is that the
use must be use of a trade mark which has been registered. Following the
interpretation above, whether the relevant date is the date of application for
registration or the date of completion of the registration procedure, in this
instance, Section 24 is not made out since 5 years from the (earlier) date of
application for registration ie 30 April 2003 will end on 30 April 2008 and the
applications for declaration of invalidation were made on 9 March 2007.
Therefore in either case, the Applicants are not barred from seeking for
declarations of invalidity under Section 23.
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